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It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 

Digest, vols. 15-26, inc. (either binding) 

Add to the above prices two and one-half percent for each year 


elapsed since year of publication, except in the case of the Diexzsr. 
Transportation extra. 


Tue Unrirep States Trape-Mark Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 82 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 
New York City. 











CONTENTS 
PAGE 
United States Circuit Court of Appeals, Seventh Circuit: 
er Wy. FOO DI ROL, OB Ole: 6 iscsi cinta eis iv a's wesare 


United States District Court, District of Maryland: 


Arrow Distilleries, Inc. v. Globe Brewing Company 


United States District Court, Western District of Missouri: 
H. D. Lee Mercantile Company v. J. C. Penney Company 


New York Supreme Court, Special Term, Part VI: 


Winifred Warren, Inc., et al. v. Turner’s Gowns, Lim., et al. 


United States Court of Customs and Patent Appeals: 


Lever Brothers Company v. The Sitroux Company, Inc. ... 


The William S. Merrell Company v. The Anacin Company 


In the Matter of the Application of Retail Clerks Interna- 
tional Protective Association 


Decisions of the Commissioner of Patents 


Copyright, 1940 
by 
The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879 
























CONTENTS 


PAGE 
United States Circuit Court of Appeals, Seventh Circuit: 
Colburn v. Puritan Mills, Inc., et al. ............000000: 57 
United States District Court, District of Maryland: 
Arrow Distilleries, Inc. v. Globe Brewing Company ...... 60 


United States District Court, Western District of Missouri: 
H. D. Lee Mercantile Company vy. J. C. Penney Company 70 


New York Supreme Court, Special Term, Part VI: 


Winifred Warren, Inc., et al. v. Turner’s Gowns, Lim., et al. 


United States Court of Customs and Patent Appeals: 
Lever Brothers Company v. The Sitroux Company, Inc. ... 84 


The William S. Merrell Company v. The Anacin Company 90 


In the Matter of the Application of Retail Clerks Interna- 
Ciemel Prot|ective Associgtiom ..2..6 266 ccccsscccccsnss 98 


Decisions of the Commissioner of Patents ................. 100 





Copyright, 1940 
by 
The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879 


Published 


bp the 


Gnited States Travde- Mark Association 


AT 187-189 COLLEGE ST., BURLINGTON, VT. 


An Organization for the Protection of Trade-Marks and Trade-Names. 
Address all Communications to 


Editorial Office 
32 NASSAU STREET, NEW YORK 


Organized 1878 
Medal, World’s Columbian Exposition, 1893 


Grand Prix, Paris Exposition, 1900 








OFFICERS OF THE ASSOCIATION 


PRESIDENT 
EBERHARD FABER 200 Fifth Avenue, New York 


VICE-PRESIDENT 
ARTHUR R. WENDELL Rahway, New Jersey 


TREASURER 
E. K. HYDE Buffalo, New York 
SECRETARY 
L. E. DANIELS 32 Nassau Street, New York 
7 
Editor 
LEON ERNEST DANIELS 
Assistant Editor 
DR. WALTER J. DERENBERG 
- 


Copyright, 1940 


by 
The United States Trade-Mark Association 


7 
Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879 


bf 


NOTICE TO ATTORNEY! 

The 'Trade-Mark Reporter wishes to publish all cases of trade-mark 
infringement or unfair competition decided by any court in the United 
States and will appreciate the courtesy of attorneys in forwarding copies 
of any opinions not elsewhere published, or in forwarding copies to us in 
advance of their appearance in official publications. 


Address all communications to 32 Nassau Street 
New York City 





COLBURN V. PURITAN MILLS 


CoLBurRN v. Puriran MI.ts, INC., ET AL. 
United States Circuit Court of Appeals, Seventh Circuit 
December 7, 1939 


TRApE-M arks—INFRINGEMENT—EXxtTeENT or Ricut. 

While the courts are willing to protect any valid trade-mark against 
infringement by competitors, they will not permit a holder of such 
trade-mark, particularly when it is descriptive, to extend the rights 
which arise therefrom to drive a competitor from a field legitimately 
open to him or to anyone else. 

TrApE-Marks—INFRINGEMENT—“Py-Do” ann “Py-O-My” on PREPARED 
DovGH—Non-ConFiictinG Marks. 

The trade-mark “Py-O-My” held not to be deceptively similar to the 

mark “Py-Do,” both marks being used on prepared dough for pies. 


In equity. Action for alleged trade-mark infringement. Appeal 
from the United States District Court, Northern District of Illinois. 
Affirmed. 


Albert J. Fihe, of Chicago, Ill., for appellant. 
Samuel E. Hirsch, W. Bartlett Jones and Julian H. Levi, all of 
Chicago, IIll., for appellees. 


Before Evans, Treanor, and Kerner, Circuit Judges. 


Evans, C. J.: The District Court dismissed, for want of equity, 


plaintiff's suit which charged infringement of her registered trade- 
mark “Py Do” by defendant’s trade-name “Py-O-My.” Both are 
used to describe prepared dough used in making pies. 

Plaintiff obtained her trade-mark in 1926, and alleges extensive 
interstate use of her product; that the public has come to associate 
the product with her trade-mark “Py Do,” a facsimile of which is 


herewith reproduced: 


PY 00 


Plaintiff first sold her product in tin containers, the lid of which 


carried the trade-marked words. She also sold her product in a 
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cellophane bag on which the trade-marked name appears, but in 


different form and type, as follows: 


PY-DO 


Defendant’s label is also herewith reproduced: 


PY-0-M¥ 


It was conceded at the argument that there was no unfair com- 
petition so. far as the appearance of the respective packages is con- 
cerned. 

Plaintiff began marketing her product in 1925 and soon was 
selling five to seven thousand pounds of pie dough a day, but because 
of some misfortune, not material here to relate, she lost most of that 
business. Defendant first came on the market in 1987. Defendant 
sold some seventeen thousand cases of its pie dough mixture (each 
case contained about twelve pounds of product). Its assignee sold 
about eleven hundred cases from August to December, 1938. 


Plaintiff alleged that, because of the similarity in names of the 
respective products, the public was confounded and deceived into 


purchasing defendant’s product, when they intended to buy hers, 


to her great damage. Defendant denies intent to deceive, denies 
confusion of the respective products, and denies damage to plaintiff. 
The District Court, with admirable brevity, completely and squarely 
met and disposed of the controlling issues when it said: 


The trade-mark “Py-O-My” and the trade-mark “Py-Do” are not con- 
fusingly similar. The trade-mark “Py-O-My” is a three syllable combina- 
tion and the trade-mark “Py-Do” is a two syllable combination. The trade- 
mark “Py-Do” is descriptive; the trade-mark “Py-O-My” is not; the trade- 
mark “Py-O-My” is fanciful. 





COLBURN V. PURITAN MILLS 59 


Plaintiff relies heavily on our opinion in Nu-Enamel Corp. v. 
Armstrong, 95 F. (2d) 448 [28 T.-M. Rep. 237]. But in trade- 
mark cases, even more than in other litigation, precedent must be 
studied in the light of the facts of the particular case. 

The ascertainment of probability of confusion because of simi- 
larity of trade-names presents a problem not solvable by a precise 
rule or measure. Rather is it a matter of varying human reactions 
to situations incapable of exact appraisement. We are to determine, 
as was the District Judge, the purchasing public’s state of mind 
when confronted by somewhat similar trade-names singly presented. 
Is the similarity of name or dress such as to delude the public or 
will the prospective buyer readily differentiate between the two 
names? We can only contemplate, speculate, and weigh the proba- 
bilities of deception arising from the similarities and conclude as 
our, and the District Judge’s, reactions persuade us. 

While willing to protect, by injunctive relief, any valid trade- 
mark against invasion by a competitor, courts cannot, and will not, 
permit the holder of such a valid trade-name (particularly when, as 


here, it is descriptive) to extend the rights which arise therefrom to 


drive a competitor from a field legitimately open to him or to anyone 
else. Making pie dough is a widely practiced art. It is open to 


anyone and common observation records that some who labor in the 


field are artists while others are far from it. But all have the 
privilege of trying their skill. Giving plaintiff the trade-mark 
“Py-Do” did not convey to her the monopoly of making dough for 
pies. The trade-mark gave her protection against the efforts of com- 
petitors to sell their goods as hers, by using her trade-mark, or one 
deceivingly similar to it. To prevent such a result courts will 
readily act. Further, and to prevent competition in dough-making 
they will not go. 

Upon the facts before us, we are persuaded that defendants’ use 
of their trade-name was not deceptive. did not confuse prospective 
buyers, did not infringe plaintiff’s trade-mark. 


The decree is afirmed. 
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Arrow Disti_ueries, INc. v. GLoBE BREWING COMPANY 


United States District Court, District of Maryland 


November 21, 1939 


TrapE-Marks—INFRINGEMENT—CRITERION. 

Likelihood of confusion in the public eye or mind as to origin of the 
goods is just as much the criterion as is likelihood of confusion with 
respect to the goods themselves. 

Trape-M arKs—ABANDON MENT—EVIDENCE. 

Where defendant was shown not to have used its mark on its beer 
during certain specific periods in six states, although its use therein was 
prior to plaintiff’s, held that abandonment or intent to abandon must be 
clearly shown. 

Trape-M arks—INFRINGEMENT—-—“ArroOW” ON BEER AND ON ALCOHOLIC 
Laqvors—Terriroriat. Ricgutrs Unper tHe Act or 1905—Svurrs 
Unoner R. S. 4915. 

Plaintiff, located in Detroit, Mich., did a nation-wide business in 
alcoholic liqueurs and cordials under the mark “Arrow.” Defendant, 
located in Baltimore, Md., put out and sold in several states its beer 
under the trade-mark “Arrow.” Plaintiff’s mark was registered in the 
Patent Office in 1935, defendant’s in 1913, suits for the cancellation of 
plaintiff's registration having been successfully instituted by defendant. 

Held that defendant’s right gained by registration was not sufficient, 
notwithstanding the holding of Standard Brewing Company of Baltimore 
v. Interboro Brewing Co. (6 T.-M. Rep. 203) to preclude plaintiff from 
using its “Arrow” mark on liquors in territory not entered by defendant. 

Trape-Mark INFrRINGeEMENT—Svitrs—INJUNCTION—FormM or DEcREE. 

In the case at issue, plaintiff was required to make a notation on its 
bottle labels that it is distinct from the manufacturer of “Arrow” beer, 
inasmuch as the likelihood of deception applies on principle, though not 
to the same extent, to the use of “Arrow” as part of plaintiff's corporate 
name. 

Trape-Mark INFRINGEMEN'tT-——Suits—Score or INJUNCTION. 

In the case at issue, neither party will be granted an injunction 
against the other as respects a state which the party seeking the injunc- 
tion has never, in fact, entered; and, even though one party may ‘have 
been the first to register its mark in the Patent Office and the first to 
ship its goods into a particular state, it cannot monopolize the market 
there except as to interstate business, if the other party has preceded 
it there in intrastate business. 


Bartlett, Poe § Claggett and Robert D. Bartlett, all of Balti- 
more, Md., and Watson, Cole, Grindle & Watson and Harold 
F. Watson, all of Washington, D. C., for plaintiff. 

Morton H. Rosen, of Baltimore, Md., and Mason, Fenwick & 
Lawrence, Charles R. Fenwick and Edward G. Fenwick, all 
of Washington, D. C., for defendant. 
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Coteman, D. J.: This is a proceeding originally begun as a suit 
in equity under Revised Statutes, § 4915, U. S. C. A. Title 35, Sec- 
tion 63, whereby the plaintiff, Arrow Distilleries, Inc., sought to 
restrain the Commissioner of Patents from cancelling a certain 
trade-mark registration owned by it. Defendant, The Globe Brew- 
ing Company, counter claimed for alleged trade-mark infringement. 
The action under Revised Statutes, § 4915, was, however, later dis- 
missed and plaintiff has now amended its bill of complaint also 
alleging infringement of its trade-mark by the defendant. 

Plaintiff is a Michigan corporation with its principal place of 
business in Detroit and doing a nation-wide business in alcoholic 
liqueurs and cordials under the trade-mark “Arrow.” Defendant 
is a Maryland corporation located in Baltimore and engaged in the 
manufacture and sale of beer which it sells not only in Maryland 
but in the District of Columbia and various other states under the 
trade-mark “Arrow.” Plaintiff's trade-mark was registered in the 
United States Patent Office on August 27, 1935 and defendant’s 
trade-mark was first registered there in 1913. On September 16, 
1935, defendant instituted proceedings in the Patent Office for the 
cancellation of plaintiff's registration under the Trade-Mark Act of 
1905, 15 U.S. C. A. §§ 81-109. Plaintiff opposed these proceedings 
on the ground that the products of the respective parties are not of 
the same descriptive properties and that, accordingly, there could be 
no confusion between the parties or their products. In the various 
stages of the litigation through the Patent Office decisions were 
adverse to the plaintiff. Thereupon, the plaintiff brought the present 
suit under Revised Statutes, § 4915, in accordance with the right so 


to do accorded by this statute. 


The court finds that the defendant has established, pursuant to 


its counter claim, its right to preclude the plaintiff from the use of 
the trade-mark “Arrow,” subject to certain restrictions which will 
be hereinafter referred to. 

The court is unwilling to place this mark “Arrow” in the class 
of words such as “Standard,” “Gold Medal” and “Blue Ribbon.” I 


shall not attempt to review the decisions under this branch of trade- 
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mark law. Suffice it to say, regardless of how far the law has gone 
or ought to go with respect to prohibiting the use of the same mark 
on non-competitive articles, it is clear that the present defendant is 
entitled to protection in the entire field of alcoholic beverages, sub- 
ject to certain territorial limitations hereinafter explained, because, 
apart from the paucity of evidence in this case on the point of con- 
fusion, it is obvious that confusion may occur to any reasonable 
person. In other words, if beer is sold under the name “Arrow,” 
and liqueurs or cordials are sold under a similar label using the same 


trade-name “Arrow,” all are sold by the same sort of stores, the 


same kind of distributing agents, and a confusion may very likely 


occur-—namely, the public may very well suppose that the manufac- 
turer of all is one and the same. This is self-evident. Therefore, 
while I have no disposition to say that the distinction between th: 
two classes of cases cited, which has been elaborately argued, is not 
sound, on the particular facts that may have arisen in those cases, 
I am not willing to narrow the rights under the word “Arrow” in 
this case as plaintiff claims should be done. 

I am impelled to this conclusion to a very large extent by what 
I have been able to visualize at the trial. That is to say, the 
demonstration by defendant’s counsel was very significant when he 
took one of the labels, quite at random, from the great variety of 
plaintiff’s labels which were introduced in evidence, and placed it 
upon one of defendant's bottles of Arrow beer. Then he also took 
one of the bottle caps of the plaintiff that are in evidence and put 
it upon one of defendant’s beer bottles. It very closely resembled 
in appearance defendant’s bottles bearing defendant’s “Arrow” 
labe ls. 

Furthermore, there is very definite competition here, in the broad 
sense at least, even though direct competition does not exist in the 
sense that beer is purchased in place of cordials, liqueurs, etc., or 
vice-versa, for it is correct to say that they all fall within the same 
general field—the same general descriptive class of alcoholic bever- 
ages. That being true, such outweighs all of the other considera- 


tions that have been advanced on behalf of plaintiff. 
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I do not think that such rights in the word “Arrow” as the earlier 
Peoria company, referred to in the course of the trial, may have 
had, can be availed of here by plaintiff. It must stand or fall upon 
its own status with relation to the defendant. Intent is not the 
criterion. It is true there is no evidence that plaintitf adopted its 
corporate name because the defendant company had been successful. 
On the contrary, it is claimed that the reason why the name was 
adopted was because the old, dissolved Peoria company used it and 
one of its originators, an officer who became connected with the 
plaintiff company, merely wanted to perpetuate that name. How- 
ever that may be, we have here priority of use over a number of 
years by the defendant company in the same general field. It hav- 
ing spent, up to the time that plaintiff entered the field, namely, 
February 20, 1934, approximately a half a million dollars in adver- 
tising its “Arrow” Beer; and up to that time it had done ap- 
proximately $12,000,000 of gross business and had in addition, 


established a national advertising campaign of large proportions. 


Likelihood of confusion in the public eye or mind, as to the origin, 


that is, the creator or manufacturer of the product itself, is just as 
much the criterion—the test—as is likelihood of confusion with 
respect to the articles themselves. I conclude that it is very likely 
that one going into a retail liquor store or to a wholesale liquor dis- 
tributor, knowing of the well established “Arrow” Beer, hearing or 
seeing that alcoholic beverages of any kind were being sold there 
under the label “Arrow,” might very well be confused and think that 
both were produced by one and the same concern. 

The point has been made that since a liqueur or cordial, not 
being as pure a product as beer and therefore, being more capable of 
dilution or reduction into an inferior quality, which means being 
more susceptible to price-cutting, these factors should weigh in 
favor of defendant’s contention. I think that is true. All of this 
corroborates the conclusion here reached that we must look at this 
question of possible confusion in its broadest aspects. It remains, 
then, to be determined how extensive shall be the relief granted to 
the defendant. 
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The question of the extent of interstate rights under registered 
trade-marks is not free from some difficulty, because the full effect 
of federal registration upon common law rights, resulting from the 
Trade-Mark Act of February 20, 1905, 15 U. S. C. A. §§ 81-109, 
has never been directly adjudicated by the Supreme Court of the 
United States. The basic question presented here is whether the 
defendant, having the prior registration of the trade-mark “Arrow” 
in connection with alcoholic beverages in the Patent Office under the 
‘Trade-Mark Act of 1905, 15 U. S. C. A. Sections 81-109, is entitled 
to exclude the plaintiff from, or to monopolize markets that de- 
fendant’s trade-mark has never entered, either in intra-state or inter- 
state business, or where the use of defendant’s mark has, in any 
business, been subsequent in point of time? 

Defendant stresses the decision in Standard Brewery Co. of 
Baltimore City v. Interboro Brewing Co., 229 Fed. 543 [6 T.-M. 
Rep. 203], a decision rendered by the Circuit Court of Appeals for 


the Second Circuit, in 1916. There, plaintiff had adopted in, and 


continuously used the trade-mark “Bismarck” on beer since 190+. 
Registration of the mark was granted in 1907 under the Act of 1905. 
Some six years later defendant began selling beer under the same 
trade-mark. In enjoining the defendant the court said (229 Fed. 
page 544): 

Trade-mark registered under the statutes of the United States is de- 
clared upon. The rights which a person obtains by registration of a trade- 
mark under those statutes are coterminous with the territory of the United 
States. 

This, however, is the only decision of which we are aware which 
so broadly construes the rights of the registrant. As already stated, 
the Supreme Court has never adjudicated the question, although an 
approach to its solution is found in at least four cases: Hanover Star 
Milling Co. v. Metcalf, 240 U.S. 403, 36 S. Ct. 357, 60 L. Ed. 713 
[6 T.-M. Rep. 149], decided in 1916; United Drug Co. v. Theodore 
Rectanus Co., 248 U. S. 90, 39 S. Ct. 48, 68 L. Ed. 141 [9 T.-M. 
Rep. 1], decided in 1918; United States Printing & Lithograph Co. 
v. Griggs, Cooper & Co., 279 U.S. 156, 49 S. Ct. 267, 73 L. Ed. 650 


[19 T.-M. Rep. 187], decided in 1929; and American Trading Co. v. 
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H. E. Heacock Co., 285 U. S. 247, 52 S. Ct. 387, 76 L. Ed. 740, 
decided in 1932 [22 T.-M. Rep. 127]. 

In the first of these cases it was held that the earlier adopter 
of a trade-mark may not monopolize markets that his trade has 
never reached, and where the mark signifies not his goods but those 
of another. But no trade-mark statute was involved. The court 
said (240 U.S. at page 410, 36 S. Ct. at page 359, 60 IL.. Ed. 713): 

It should be added that, so far as appears, none of the parties here con- 
cerned has registered the trade-mark under any act of Congress or under 
the law of any state. Nor does it appear that in any of the states in ques- 
tion there exists any peculiar local rule, arising from statute or decision. 


Hence, the cases must be decided according to common-law principles of 
general application. 


In the second case just referred to, although there was a regis- 
tration under a Massachusetts act of 1885 and under the Act of 
Congress of March 3, 1881, this latter act did not include commerce 
between the various states, but applied only to commerce between 


foreign nations and Indian tribes. There the court said (248 U. S. 


at pages 98, 99, 100, 39 S. Ct. at page 51, 63 L. Ed. 141): 


Property in trade-marks and the right to their exclusive use rest upon 
the laws of the several states, and depend upon them for security and pro- 
tection; the power of Congress to legislate on the subject being only such 
as arises from the authority to regulate commerce with foreign nations and 
among the several states and with the Indian tribes. Trade-Mark Cases, 
100 U. S. 82, 938, 25 L. Ed. 550. 


. a * 


It is not contended, nor is there ground for the contention, that registra- 
tion of the Regis trade-mark under either the Massachusetts statute or the 
act of Congress, or both, had the effect of enlarging the rights of Mrs. Regis 
or of petitioners beyond what they would be under common-law principles. 
Manifestly, the Massachusetts statute (Acts 1895, p. 519, c. 462) could have 
no extraterritorial effect. And the Act of Congress of March 3, 1881 (21 
Stat. 502, ¢. 138), applied only to commerce with foreign nations or the 
Indian tribes, with either of which this case has nothing to do. See Ryder v. 
Holt, 128 U. S. 525, 9 S. Ct. 145, 32 L. Ed. 529. Nor is there any provision 
making registration equivalent to notice of rights claimed thereunder. ‘The 
Act of February 20, 1905 (33 Stat. 724, c. 592), which took the place of the 
1881 act, while extending protection to trade-marks used in interstate com- 
merce, does not enlarge the effect of previous registrations, unless renewed 
under the provisions of its twelfth section, which has not been done in this 
case; hence we need not consider whether anything in this act would aid the 
petitioner’s case. 
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In the third case, while there was a registration under the Trade- 
Mark Act of 1905, the alleged infringement was entirely intrastate, 
the court saying (279 U.S. at pages 157, 159, 49 S. Ct. at page 267, 
73 L. Ed. 650): “No interference with interstate or foreign com- 


merce is alleged... . 


In the Trade-Mark Cases, 100 U. S. 82, 25 L. Ed. 550, it was held that the 

earlier acts attempting to give these unlimited rights were beyond the 
power of Congress. Soon after that decision an Act of March 3, 1881 (21 
Stat. 502), gave remedies for the wrongful use of a registered trade-mark 
in foreign commerce or commerce with Indian Tribes. It was said that 
obviously the Act was passed in view of the above-mentioned case, that only 
the trade-mark used in such commerce was admitted to registry and that the 
registered mark could only be infringed when used in that commerce. 
Warner v. Searle §& Hereth Co., 191 U.S. 195, 204, 24 S. Ct. 79, 48 L. Ed. 145 
(see United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 
48, 63 L. Ed. 141) and the constitutionality of the Act even when so limited 
was left open. 191 U.S. [at page 206] (24 S. Ct. 79 [48 L. Ed. 145]). The 
Act of 1905 goes a little farther and gives remedies against reproduction, 
etc., of the registered trade-mark “in commerce among the several States” 
as well as in commerce with foreign nations, etc., Section 16, supra. A 
remedy for such infringement was given in Thaddeus Davids Co. v. Davids 
Manufacturing Co., 233 U. S. 461, 34 S. Ct. 648, 58 L. Ed. 1046 [4 T.-M. Rep. 
175] [Ann. Cas. 1915B, 322]. See also American Steel Foundries v. Robert- 
son, 262 U. S. 209, 43 S. Ct. 541, 67 L. Ed. 953 [13 T.-M. Rep. 289]; United 
States ex rel. Baldwin Co. y. Robertson, 265 U. S. 168, 44 S. Ct. 508, 68 
L. Ed. 962. But neither authority nor the plain words of the Act allow a 
remedy upon it for infringing a trade-mark registered under it, within the 
limits of a state and not affecting the commerce named. More obviously 
still, it does not enlarge common-law rights within a state where the mark 
has not been used. General Baking Co. v. Gorman [1 Cir.] 3 F. (2d) 891, 
894. Some attempt was made to support the decision upon other grounds, 
but we do not think them presented by the record, and they are not men- 
tioned by the Ohio court. 


In the last of the four cases referred to, the court declared that 
mere registration under the Federal Trade-Mark Act of 1905 of a 
mark acquired in the United States, does not enable the owner to do 
local business under it in the Philippine Islands, in competition with 
another who has acquired the right to the mark there, by local use 


and by registration under the Philippine Act. ‘The court used this 


significant language (285 U.S. at page 258, 52 S. Ct. at page 390, 
76 L. Ed. 740): 


The acquisition of such property rights in trade-marks rested upon the 
laws of the several states. United Drug Co. v. Theodore Rectanus Co., 248 
U.S. 90, 98, 39 S. Ct. 48, 63 L. Ed. 141; American Steel Foundries y. Robert- 
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son, 269 U. S. 372, 381, 46 S. Ct. 160, 70 L. Ed. 317; United States Printing 
& Lithograph Co. v. Griggs, Cooper & Co., 279 U. S. 156, 158, 49 S. Ct. 267, 
73 L. Ed. 650. And in view of the object and terms of the statute, and of 
the assimilation in this respect of commerce with the Philippines to inter- 
state commerce, the same rule of construction must be deemed applicable 
in both cases. 


The following quotation from Derenberg on “Trade-Mark Pro- 


tection and Unfair Trading” seems to this court to be a correct 


statement of the law as far as it has been announced by the Supreme 


Court, as to the effect of registration (page 464) : 


The diverse views of the United States Supreme Court and the Supreme 
Court of Ohio in the “Home Brand’ case ([United States Printing § Litho- 
graph Co. vy. Griggs, Cooper & Co.|, 279 U. S. 156 [49 S. Ct. 267, 73 L. Ed. 
650; Id., 119 Ohio St. 151, 162 N. E. 425]) lead to the third basic problem; 
can federal registration at least grant preemptive trade-mark protection in 
those instances where the infringer is using the mark not only in intra- 
state commerce, but in interstate commerce between various states not yet 
invaded by the plaintiff? If the owner of a registered trade-mark is power- 
less under the Act to ward off any violation of his trade-mark in purely 
intrastate commerce, can he at least enjoin the infringer from using the 
mark in interstate commerce between these unentered states? The only 
dictum of a federal court to answer this question in the affirmative is to be 
found in the “Bismarck” case [Standard Brewery Co. of Baltimore City v. 
Interboro Brewing Co., 2 Cir., 229 Fed. 543, 544], decided in 1916. The 
defendant had used the trade-mark “Bismarck” for beer in certain parts of 
the United States which the plaintiff, who had registered his mark many 
years before, had apparently not invaded. In the opinion of the Circuit 
Court of Appeals it is stated: “The rights which a person obtains by regis- 
tration of a trade-mark ... . are coterminous with the territory of the 
United States.” 

The defendant was enjoined absolutely from using the trade-mark 
“Bismarck” for beer. In the author’s opinion, it is doubtful whether the 
court intended to rule that federal registration can expand the territorial 
extent of protection in anticipation of actual use in interstate commerce. It 
is regrettable that the Supreme Court did not have the opportunity to render 
a decision in the “Bismarck” case after granting certiorari, for the case, in 
the meantime, had been withdrawn. As matters stand, it is debatable 
whether this precedent establishes a rule more far reaching than that laid 
down in the “Tea Rose” ([Hanover Star Milling Co. v. Metcalf], 240 U. S. 
403 [36 S. Ct. 357, 60 L. Ed. 713]) and that “Home Brand” (279 U. S. 156 
[49 S. Ct. 267, 73 L. Ed. 650)] decision. Such a supposition is even more 
improbable, inasmuch as Mr. Justice Holmes expressly stated in the “Home 
Brand” case that federal registration could never create or expand common 
law rights in those individual states in which the trade-mark had not been 
used. 


The case of Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 


254 Fed. 558, a decision of the Circuit Court of Appeals for the 
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Fourth Circuit, is consistent with the position here taken. There, it 
appeared that complainant had built up an extensive trade in ice 
cream under the name “The Velvet Kind” in one city and defendant 
had appropriated that name for its ice cream which is sold in another 
city. The court held that, upon defendant's beginning to sell ice 
cream in a third city in competition with complainant, defendant was 
bound to use the utmost good faith to distinguish its product from 
that of complainant, but should not be enjoined from entering terri- 
tory in which the complainant had never established a market. It is 
true, however, that there again the precise statutory question here 
raised was not before the court for decision because the allowance 


of the trade-mark by the Patent Office was declared invalid. Never- 


theless, this decision may be said to indicate at least a tendency 


favorable to the position taken in the present case. ‘The court said 
(254 Fed. at page 558): 

We think the decree of the District Court went too far in enjoining the 
defendants from entering territory in which the complainant had _ not 
established a market for its cream under the designation of “The Velvet 
Kind.” 

In the present case there is evidence that the defendant has for 
a number of years made, and is still making, sales in varying 
amounts, in nineteen separate states, including the District of 
Columbia, approximately 96 percent of the defendant’s entire busi- 
ness, however, being confined to Maryland, Virginia and the Dis- 
trict of Columbia. Plaintiff urges that with respect to a number of 
these states there has been withdrawal or abandonment on the part 
of the defendant such as to require this court to conclude that de- 
fendant is no longer doing business there. In a case of this kind, 
whether there has been withdrawal or abandonment turns largely 
upon intent. With respect to New York State, I find that in 1931 
and 19382 defendant sold “‘near-beer” in Buffalo, but nothing in New 
York City. Defendant sold nothing in that state between 1932 and 
1936, and has sold nothing there since 1937. In New Jersey, de- 
fendant made no sales until 1933. The only sales prior to 1936 were 
for a single account in a small town, in the extreme southern portion 


of the state. In Delaware, defendant’s last sale was in 1936 and 
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total sales reached only some $1,000. In Florida, the defendant has 
sold nothing since 1935. In Louisiana, defendant has sold nothing 
since 1934, and in Ohio, defendant never sold beer but did sell some 
near-beer or near-ale in 1931 and 1932, but has sold nothing there 
since the latter year. Some of these Ohio sales appear to have been 
of defendant’s so-called ‘“‘Double-X” rather than of “Arrow 
Special.”” However, from the weight of the credible evidence dis- 
closing defendant’s prior entrance, at least to some extent, into all 
of the above-named states I am unwilling to hold that there has been 
an abandonment, for such must be more definitely proven. 

Defendant’s business is unquestionably a very large and profit- 
able enterprise, and to hold that it has withdrawn from, or abandoned 
a particular territory, or has intended so to do, must be clearly 
shown. 

Finally, while it is true there may be a division of territory within 
a particular state—such as is here being sought by plaintiff with 
respect to the State of New Jersey—lI do not find the evidence suf- 
ficient to justify such division, particularly since any attempt at 
the suggested division would lead to even greater confusion and in- 
ability to determine with complete fairness just where the line should 
be drawn. 

In view of the conclusions here reached, it becomes unnecessary 


to consider other questions raised at the trial. A decree will be 


signed in conformity with this opinion. That is to say, neither party 


will be granted an injunction against the other as respects a state 
which the party seeking the injunction has never, in fact, entered 
at all; and, even though one party may have been the first to regis- 
ter its mark in the Patent Office and also the first to ship its goods 
into a particular state, it cannot monopolize the market there except 
as to interstate business, if the other party has preceded it there in 
intrastate business. As to those jurisdictions where plaintiff is en- 
joined from using the trade-mark “Arrow,” in either interstate or 
intrastate business, such injunction will include, as weil, plaintiff's 
use of its present corporate name, in such business unless plaintiff 
makes a notation on its bottle labels that it is distinct from the manu- 


facturer of ‘“‘“Arrow’’ beer; because what has herein been said about 
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the likelihood of deception with respect to the use of the trade- 
mark “Arrow” applies, on principle, although not to the same extent. 
to the use of the name “Arrow,” as part of the plaintiff's corporate 


name. 


H. D. Lee MercanTILe Company v. J. C. PENNEY CoMPANY 
United States District Court, Western District of Missouri 
November 17, 1939 


Unrair Comretirion—Imrratinc Non-Funcrionat Features. 

Any one is free to copy the form of a eompetitor’s unpategtable 
article, subject only to the obligation to use reasonable care to” so 
identify his product as to prevent confusion. 

Trape-Marks anpD Unrarr CompPetitioN——DIsTINGUISHED. 

Apparently, the statutory law of trade marks is intended to provide 
a monopoly in the use of words, signs or symbols, whereas, under the 
common law, a competitor might have used such words, signs or symbols 
under circumstances that would not impinge upon the rights of the 
proprietor. 

Unrarr Competirion—“Surer Pay Day Overaty’’—Coryinec Competitors 
Non-ParentaBLe Overatt Pocker. 

The copying by defendant, a nation-wide dealer in workmen’s cloth- 
ing, of plaintiff's overall featuring a bib pocket and selling it under the 
name “Super Pay Day Overall” held unfair competition, and was en- 
joined. 


Charles M. Blackmar and Ralph M. Jones (of Michaels, Black- 
mar, Newkirk, Eager & Swanson), both of Kansas City, Mo.. 
for plaintiff. 

Chas. H. Mayer, Roscoe P. Conkling, and Floyd M. Sprague 
(of Mayer, Conkling & Sprague), all of St. Joseph, Mo., for 
defendant. 


In equity. Action for unfair competition. Decree for plaintiff 


Reeves, D. J.: The plaintiff manufactures and sells overalls 


and other apparel and clothing for laborers at its several places of 


business. Its trade is nation wide. 
The defendant is engaged, among other things, in the sale at 


retail of overalls and other apparel and clothing for laborers. 
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In its petition the plaintiff alleges that in December, 1928, it 


adopted a distinctive design for overalls known as “the four-in-one bib 
pocket,” fitted with snap fasteners; that since on or about August 14, 1929 
said pocket has been crimped and mechanically folded with rounded corners 
at the bottom of the pocket; that said pocket was stitched with heavy thread 
in a manner to prominently outline the distinctive features of The H. D. 
Lee four-in-one pocket, so that the H. D. Lee overall was easily identified 
as such by visual inspection; ... . 


There is a further allegation that the plaintiff has continued the 
manufacture of such distinctive design and that, for the purpose of 
furthering the sale of its overalls, it has spent several hundred 
thousand dollars in advertising. By the long continued use of such 
design, and by extensive advertising it is asserted that 
said four-in-one bib pocket overalls became identified with the goods of The 
H. D. Lee Mercantile Company and with that of no other manufacturer, 
and that said overalls were generally known to the work garment trade 
and to consumers; that said four-in-one pocket became known generally 


throughout the United States as the exclusive product of The H. D. Lee 
Mercantile Company. 


It is then stated by the plaintiff that the defendant, after the 


adoption of such design, and after its continued use over a period of 


yvears, 


for the purpose of competing unfairly with the plaintiff and taking ad- 
vantage of the reputation of the plaintiff’s overalls and to avail itself of the 
results of the national advertising campaign of the plaintiff, and for the 
deliberate and fraudulent purpose of taking advantage of the plaintiff's 
product, has placed upon the market an overall in which the four-in-one 
bib pocket is copied and simulated so closely in size, arrangement, shape and 
color that to the ordinary customer the defendant’s overall is so much of a 
deceptive imitation of the plaintiff's overall that the two are indistinguish- 
able to the ordinary customer. 

There is the further allegation that because of the fact that the 
defendant maintains numerous stores throughout the United States 
and by the use of such deception it has deprived the plaintiff of the 
benefits arising from its design and the profits that would accrue to 
it by reason of its extensive advertising. It charges, moreover, that 
the defendant’s actions have caused deception and confusion in the 
public mind, and that, as a result, the defendant has been able to 


appropriate to itself plaintiff's good-will, trade, and advertising. 
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These acts, it is claimed by plaintiff, constitute fraud upon it, its 
retail dealers, and those members of the public disposed to purchase 
plaintiff’s product. It has therefore asked for an injunction and an 
accounting of profits. 

The defendant denies all of the averments of the petition with 
respect to simulation or imitation of plaintiff's product, but admits 
“since about the month of March, 1937, it has sold an overall with 
compartment pockets on the bib thereof; that said overall has been 
plainly and distinctly branded with the name J. C. Penney Com- 
pany, and has been sold and advertised throughout the United States 
as the ‘Super Pay-Day Overall.’ ” 

Upon a trial of the issues thus formulated by the pleadings it 


was made to appear that both parties were extensively engaged in 


handling overalls for laborers, both on the farm and in the factory. 


The defendant did not manufacture, but sold at retail overalls of a 
type very similar in appearance to certain brands or types manu 
factured and sold by the plaintiff. 

The testimony supported the averments of plaintiff's petition to 
the effect that a distinctive design had been worked out in the 
vears 1928 and 1929, and that the plaintiff had expended ap 
proximately $800,000 in introducing to the public its overall thus 
designed and in creating a demand, a trade, and good-will for such 
product. 

Much of the advertising of the plaintiff was by pictorial illustra 
tions wherein plaintiff's design was made conspicuous. ‘The plain- 
tiff’s evidence further tended to show a likeness and similarity be- 
tween a type or brand of overall sold extensively by the defendant 
and that of plaintiff. And, moreover, there was evidence that the 
defendant had copied the design of the plaintiff. This proof was 
practically admitted by the defendant as true. One of the principal 
witnesses for the defendant, being a large manufacturer of the alleged 
offending overall sold by defendant, testified that the design of plain- 
tiff’s product had, to a degree, been copied by him in manufacturing 
a similar article for defendant's trade. 

It is contended by the defendant that it is the right of a competi- 


tor in business to copy the appearance and design of another's 
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article, where not protected by the monopoly of a patent, copyright 
or trade-mark registration. Furthermore, it is the defendant’s con- 
tention that there were distinctive features and marks of difference 
between the two garments and that the defendant was careful never 
to deceive the public in selling its particular merchandise. 

The defendant offered testimony that other manufacturers and 
dealers sold a garment with a design similar to that of plaintiff. 

Additional facts as they may become pertinent will be stated in 
the course of this memorandum opinion. 

1. As a preliminary to a discussion of the law, and as a postulate 
for a proper decision of the case, it should be stated that the substan- 
tive law of trade-marks is generally regarded as a branch of the 
broader doctrine of unfair competition. National Geographic Co. v. 
Classified Geographic, D. C., 27 F. Supp. 655, loc. cit. 660 [29 T.-M. 
Rep. 356]; G. & C. Merriam Co. v. Saalfield, 6 Cir., 198 Fed. 369, 
affirmed 241 U. S. 22, 36 S. Ct. 477, 60 L. Ed. 868 [7 ‘T.-M. Rep. 
110]; 8.8. Kresge Co. v. Winget Kickernick Co., 8 Cir., 96 F. (2d.) 
978, loc. cit. 988 [28 T.-M. Rep. 342]; Hanover Star Milling Co. v. 
Metcalf, 240 U.S. 403, 36 S. Ct. 357, 60 L. Ed. 713. 

Apparently, the statutory law of trade-marks is intended to 
provide a monopoly in the use of words, signs or symbols, whereas 
under the common law a competitor might have used such words, 
signs or symbols under circumstances that would not impinge upon 
the rights of the proprietor. In other words, a trade-mark, like a 
patent or a copyright, could not be used at all without the consent of 
the proprietor or owner, whereas, under the common law, a dealer 
could simulate the trade-mark of a competitor, provided he did so 
“with sufficient distinguishing marks normally to prevent the other- 
wise normally resulting fraud.” Merriam Co. v. Saalfield, supra. 


It would follow from the above, by an analogy of reasoning, that 


the same rule of law applicable to trade-marks should apply in 


cases of unfair competition. 
Another rule which should be kept in mind is that the law of 


unfair competition is intended to prevent fraud and deceit. 63 C. J. 
Section 26, p. 330. 
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And that, with the complexities of business and the multiplying 


of distinctive features on articles of trade as a necessary incident of 
competition, the courts have been compelled to widen the scope of 
protection in the field of unfair competition, 63 C. J. Section 100, 
p. 390. And this has been done because the essence of unfair com- 
petition is fraud and deceit. Finchley, Inc. v. Finchly Co., D. C., 
10 F. (2d) 786, loc. cit. 738. 

2. With the foregoing in mind it may now be determined if the 
defendant has, by its action, practiced deceit and fraud upon plain 
tiff and the public. 

Fraud, as has been well said, is “protean.” Its course is uncer- 
tain and deceptive and oftentimes its vermiculations are not easily 
discernible either by the victim or the perpetrator. The law does 
not impose upon one whose rights have been transgressed the neces- 
sity of showing actual deception in cases of this kind. It is sufficient, 
if it be made to appear that deception will follow the use of an 
article or design under a given system or set of circumstances. 
Charles Broadway Rouss, Inc. v. Winchester Co., 2 Cir., 300 Fed. 
706, loc. cit. 723 [14 T.-M. Rep. 159]; Rice & Hutchins v. Vera 
Shoe Co., 2 Cir., 290 Fed. 124 [13 T.-M. Rep. 389]; Gillette Safety 
Razor Co. v. Triangle Mechanical Lab. Corp., D. C., 4 F. Supp. 319 
[23 T.-M. Rep. 334]. 

3. An inspection of the design employed by the defendant on its 
article of merchandise discloses a confusing similarity to that of the 
plaintiff, although upon close inspection differences could be easily 
pointed out. The general aspect and appearance was the same. 
However, this discussion becomes unnecessary for the reason that 
the defendant’s manufacturer frankly admitted that the design had 
been copied. 

Representatives of the plaintiff had gone to several of the retail 
stores of,the defendant. In each instance such representative was 
wearing one of plaintiff’s overalls, and asked for a similar garment 
at the store of the defendant. Without hesitation the clerk in charge 
produced an overall carried in stock by the defendant and which the 


clerk claimed to be similar. Only one conclusion could be reached 
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from these transactions and that is that there was so much similarity 
as to confuse and deceive the public. The authorities are uniform 
under such circumstances and the briefs of both parties are to the 
same effect. 

The important case of Kellogg Co. v. National Biscuit Co., 305 
U.S. 111,59 S. Ct. 109, 114, 83 L. Ed. 73, was cited as decisive of 
the issues here involved. While the Supreme Court in that case held 
that there was not unfair competition, yet the court said: 

Kellogg Company was free to use the pillow-shaped form, subject only 
to the obligation to identify its product lest it be mistaken for that of the 
plaintiff. 

The court further said in discussing the use of the name “Shred- 
ded Wheat” and the pillow-shaped biscuit. . . . 

Fairness requires that it be done in a manner which reasonably dis 
tinguishes its product from that of plaintiff. ... The obligation resting upon 


Kellogg Company is not to insure that every purchaser will know it to be 
the maker but to use every reasonable means to prevent confusion. 


The court completely exonerated the Kellogg Company by say 


ing: 


There is no evidence of passing off or deception on the part of the 
Kellogg Company; and it has taken every reasonable precaution to prevent 
confusion or the practice of deception in the sale of its product. 

t. Since from this record it fully appears that the defendant 
has imitated and simulated plaintiff's design, it now becomes per 
tinent to inquire whether the defendant “has taken every reasonable 
precaution to prevent confusion or the practice of deception in the 
sale of its product.” 

The defendant has attached to its brand or type of overall 
which imitates plaintiff's design, a label, which contains the legend 
that that particular design is sold by the defendant. It does not 
make clear that the article is not or was not manufactured by the 
plaintiff. This was not sufficient to apprise the public that it was 
not plaintiff's article or product. The distinguishing features or 
marks of difference pointed out by the defendant at the trial were 
insufficient to inform the public of the facts. These marks, ac- 


cording to the testimony, did not prevent the public from deception, 
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nor, according to the testimony, were they intended to avoid decep 
tion. It is true that, when the matter was baldly and acutely 
presented to a clerk for the defendant on one or two occasions, 
definite statements were made that the overall then discussed was 
not the product of the plaintiff. 

As indicated by counsel, the cases on the subject of unfair com- 
petition are almost numberless. But, whether such decisions were 
rendered by the national or the state courts, they are of the same 


tenor and effect and are in line with the Kellogg Company case. 


supra. For instance, note the language of Chief Justice Holmes 


(later Mr. Justice Holmes), in Flagg Mfg. Co. v. Holway, 178 Mass. 


83, 59 N. E. 667. This was the zither case. A patent had expired, 
and, on the question of unfair competition, Chief Justice Holmes 
said: 

In the absence of a patent the freedom of manufacture cannot be cut 
down under the name of preventing unfair competition. . . . The plaintiff's 
right can be protected sufficiently by requiring the defendant’s zithers to be 
clearly marked so as to indicate unmistakably that they are the defendant's 
and not the plaintiff's goods. This is the relief which the master found to 
be proper, and we are of opinion that he was right. To go further is to save 
the plaintiff from a competition from which it has no right to be exempt. 


The same rule was announced in the case of George G. Fox Co. 
v. Best Baking Co., 209 Mass. 251, 95 N. E. 747, 749 [1 T.-M. Rep. 
245], where, in discussing the shape of bread loaves upon an issue 
of unfair competition the court said: 


. that the defendants can use that shape of loaf if they take such 
precautions as will prevent their bread from being taken for the plaintiff's 
bread. 


The defendant’s able attorney succinctly stated the law in his 
brief as follows: 

The rule of law that any one is free to copy the form of his competitor's 
unpatented article, subject only to the obligation to use reasonable care to 
identify his own product so as to prevent confusion, as stated by Judge 
Holmes in the Flagg case, and as recently restated by Mr. Justice Brandeis 
in the Kellogg case, has always been followed by the Eighth Circuit Court 
of Appeals. 

While both parties have cited and liberally quoted from the 
authorities, an unvarying rule, as above indicated, runs through 
them all. 
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5. There was evidence to the effect that another dealer, as com- 
petitor, had also imitated the design of the plaintiff. If the plain- 
tiff enjoys a right in its design (and such must be the finding), then 
the defendant would not be justified in impinging upon the rights of 
plaintiff because others were doing so. 

6. Another point that should be mentioned is that the design in 
this case is nonfunctional. It partakes of the nature of a trade 
mark. Even in cases where the design or arrangement was func 
tional, the courts have uniformly required a competitor to exercise 
care to avoid deceiving the public. 

In functional or utilitarian cases the competitor was to a degree 
compelled in the free use of a given article to use the same design 
or shape, but even then he was required to show that it was his own 
product. In this case the defendant can avoid using plaintiff's 
design altogether and at the same time procure identical functional 
results. The fact that defendant imitated a nonfunctional design 
argues strongly that it was for the purpose of appropriating plain 
tiff’s good-will. 

Without prolonging this discussion, it should be ruled that the 
plaintiff had acquired a right to the use of its distinctive design; that 
the defendant had copied such design and used same without taking 
reasonable precautions to advise the public of the fact. Under such 
circumstances the plaintiff is entitled to an injunction and an ac- 
counting of the profits. 

Counsel for plaintiff will prepare and present an appropriate 


decree. 


WiINIFRED WarREN, INc., ET AL. V. TURNER'S Gowns, LIM., ET AL. 
New York Supreme Court, Special Term, Part I'l 
January 3, 1959 
PrapeE-Marks—Uwnrair Competirion—“TurNER’s Gowns —UskE or SuRNAMI 

IN ComPpETING BUSINESS. 


The use by the individual defendant, who in 1923 was divorced from 
her husband, Paul Turner, of the corporate name “Turner’s Gowns, 
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Lim.” and the trade-name ‘“Turner’s Gowns,” together with the distinc- 
tive form of advertising used by the plaintiffs, who had since the year 
1918 been engaged in a competing business, organized by Jessie Frank- 
lin Turner, and featuring the words “Turner’s Creations,” etc., held 
unfair competition and was enjoined. 

Unrarr Competition—Use or AssuMED NAME. 

There is a distinction between conducting a business under an 
assumed name and the use in business of a valid trade-name or style. 

Unram Competition—Svuirs—Lacues. 

Where defendants in January, 1935 were notified of plaintiff's objec- 
tion to their use of the words “Turner's Gowns,” plaintiffs were not 
estopped to bring suit to enjoin the infringement of their trade-name. 

Unrair Competit1on—Use or Borrowep NAME INCORPORATE NAME. 


It is settled in our law that a corporation may not acquire the name 
of one of its incorporators and use it to deceive the public and to defraud 
others who have built up a business under the same name. 

In equity. Action for unfair competition in the use of a trade- 
name. Injunction granted. 


Pinkus, Gordon & Hyman, of New York City, for plaintiffs. 
Julian T. Abeles, of New York City, for defendants. 


Suientaac, J.: The individual plaintiff is a well-known dress 
designer, who not only creates her gowns, but designs the fabrics of 
which they are made. Her creations are referred to indiscriminately 
as “Turner’s” gowns, ““Turner’s” creations, or creations of Jessie 
Franklin Turner. Her gowns have often been exhibited in the 
American Museum of Natural History, the Metropolitan Museum of 


Art and the Brooklyn Museum as examples of modern art. She has 


traveled to Europe several times a year and made many trips around 


the world in search of exceptional fabrics and styles. She has a 
clientele of several thousands, a large percentage of whom live 
outside of New York and many abroad. 

The corporate plaintiff, of which the individual plaintiff was the 
sole stockholder (with the exception of a few shares owned by her 
husband), was organized in 1918, and has as its most valuable asset 
the name and reputation of Jessie Franklin Turner. 

The individual defendant was born Pauline Moskowitz, and in 
1909 married one Paul Turner and lived with him for about two 
vears. She was divorced from him in 1923. During the year 1917 


Pauline Moskowitz entered into her first business venture under the 
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name of Pauline Smart Millinery, Inc. That name was used until 
1922, when she opened another shop under the name of Pauline 
Millinery and continued under that name until 1926. That year she 
opened a shop on Madison Avenue under the name of Pauline 
Turner, Inc., for the sale of gowns and millinery. In December of 
1931 that corporation entered into a lease of premises in the Wal- 
dorf-Astoria Hotel at Park Avenue and Fiftieth Street, New York 
City. That corporation, however, did not conduct business in the 
Waldorf-Astoria. A corporation was organized under the name of 
Turn’s Gowns, Inc., to which Pauline Turner, Inc., transferred all 
its assets. A short while after the organization of Turn’s Gowns, 
Inc., Carolyn Thurn Windmuller, trading as “Thurn,” brought an 
action against this corporation for an injunction and damages on the 
ground that Turn’s Gowns, Inc., had infringed upon the proprietary 
right of Carolyn Thurn Windmuller in the trade-name “Thurn.” 
The court in that case found that the defendant, “for the purpose of 
injuring the plaintiff and to confuse the plaintiff’s customers and 
patrons and public in general, adopted the name “Turn’s Gowns, 
Inc.’ and accordingly granted plaintiff injunctive relief and an ac- 
counting for damages and profits. 

In 1933, long after the individual plaintiff’s name and the cor- 
porate plaintiff’s name had become established in fashion circles, the 
individual defendant organized Turner’s Gowns, Lim., and com- 
menced doing business at the Hotel Waldorf-Astoria. The de- 
fendant not only adopted the name “Turner’s Gowns” and the dis- 
tinctive form of advertising which the plaintiffs were using, but she 
simulated the signature of Jessie Franklin Turner and printed it 
across the face of the advertisements. The individual defendant 
also used the slogan “Turner's at the Waldorf.” Every day an 
advertisement referring to the legend ““Turner’s at the Waldorf” was 
run in the bulletin of the Waldorf-Astoria, and the defendant even 
placed upon one or more of her advertisements simulations of a crest 
which plaintiffs had been using ever since they opened business on 
Park Avenue. 


The record fairly established that the defendants have been 


engaged in unfair trade practices and embarked upon a program 





SO THIRTIETH TRADE-MARK REPORTER 


calculated to create, and did actually create, the impression that their 
establishment was a branch of the plaintiffs.’ The denial of the in 
dividual defendant to the contrary notwithstanding, it is clear from 
the record that she was aware at the time of the organization of 
Turner’s Gowns, Lim., of the fact that the plaintiffs’ goods, wares 
and merchandise were popularly known throughout the State of New 
York and elsewhere and held in high esteem and credit with the 
plaintiffs’ customers and with the trade and public in general. 

Having been balked in her attempt to capitalize upon the reputa- 
tion of “Thurn,” the individual defendant conceived the idea of 
trading upon the reputation of Jessie Franklin Turner by organiz- 
ing a corporation known as Turner's Gowns, Lim., and by engaging 
in practices which constituted not only an imposition upon the plain- 
tiffs but a deception upon the public. These trade practices of the 
defendants continued in spite of the notice served upon them by the 
plaintiffs in 1935 that the defendants were trading upon plaintiff's 
trade-name and in spite of the demand that such practice cease. 

The defendants resist equitable intervention on the grounds (1) 
that the individual defendant’s name as a result of marriage was at 
one time Turner; (2) that the evidence does not show actual confu- 
sion between plaintiff's wares and those of the defendants; (3) that 
the corporate plaintiff has no right to the use of the name Jessie 
lranklin Turner as a trade-name and that since the corporate plain- 
tiff was conducting business under the trade-name of illegal prac- 
tice, and (4) that the plaintiffs are guilty of laches and affirmatively 
acquiesced in and consented to the conduct of the business of the 
defendants under the corporate name adopted. 

(1) Assuming that the individual defendant had the right to the 
use of the name Turner as an individual, it is established in our law 
that a corporation may not acquire the name of one of its incor- 
porators and use it to deceive the public and defraud others who have 
built up a business under the same name (Westphal v. Westphal, 
216 App. Div. 53, aff'd 243 N. Y. 639 [16 T.-M. Rep. 139]; Gabriel 
Nederstein, 230 App. Div., 716; Samuel Stores v. Queen City, 


v. 
157 Mise., 186 [26 T.-M. Rep. 626], aff'd 248 App. Div., 677, 
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motion for leave to appeal denied, 248 App. Div., 812; R. H. Macy 
& Co., Inc. v. Macy’s, Inc., 39 F. [2d] 186). A person may not give 
his name to a corporation and thereby take from another concern its 
good name and rights which it has acquired by the use of such name. 

Moreover, the defendant had divorced her husband. Paul Turner, 
almost sixteen years ago and had married a Mr. Jacobs. Her selec- 
tion of the name Turner was not fortuitous but deliberate with a 
view of deceiving the public. 

(2) The record does contain instances of actual confusion. In 


any event, it is sufficient to afford relief to the plaintiffs if a showing 


has been made of the likelihood of confusion and deception (Albany 


Packing Co., Inc. v. Crispo, 227 App. Div., 591 [19 T.-M. Rep. 
512], aff'd 253 N. Y., 607; Vulcan v. Myers, 1389 N. Y. 364; New 
York World’s Fair 1939, Inc. v. World’s Fair News, Inc., 256 App. 
Div. 373 [28 T.-M. Rep. 27}; Dorothy Gray Salons v. Mills Sales, 
162 Mise. 789 [27 T.-M. Rep. 317]). As was said by the court in 
Lambert Pharmacal Co. v. Bolton Chemical Corp’n, 219 Fed. 325 
[5 T.-M. Rep. 38]: 

There is always a fringe of possible customers, next year’s for instance, 
with whom such opportunities (opportunities to substitute merchandise) 
are not to be disregarded, people who have heard vaguely the old name or 
seen it in advertisements and who fail to carry it with accuracy in their 


memory. Among these, confusion is eminently possible and that possibility, 
if not a remote speculation, is quite enough. 


Proof that confusion has already existed adds to the likelihood 
of continued deception. 

(3) The protection given a corporation in use of its corporate 
name is given to it as well with respect to the trade-name adopted 
by it for the conduct of its business (Samuel Stores v. Queen City, 
157 Mise. 186, supra, aff'd 248 App. Div. 677), motion for leave to 
appeal denied 248 App. Div. 812; German-Am. Button Co. v. 
Heymsfeld, 170 App. Div. 416 [6 T.-M. Rep. 87|; Mark Realty 
Corp’n v. Hirsch, 180 App. Div. 549). The facts in the Samuel 
Stores case (supra) are almost a factual photograph of the instant 
case. The question for determination there was whether the plain- 


tiff corporation, Samuel Stores, might legally use its trade-name 
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“Queen City Credit Clothing Co.”’ in its retail stores. The court 
answered the question in the affirmative. The court found that the 
facts in the case showed that the trade and others having credit deal- 
ings with plaintiff were not deceived by the fact that the corporate 
plaintiff utilized a trade-name. The record here shows that plaintiff 
featured the name Jessie Franklin Turner as a trade-name; that 
the corporate plaintiff was the owner of and conducted the business ; 
that all bills incurred were paid by the corporate plaintiff; that ad- 
vertising in the newspapers, magazines and otherwise was contracted 
for and paid by the corporate plaintiff; that the checks of the cor- 
porate plaintiff were used in payment of bills; that checks or nego- 
tiable papers payable to Jessie Franklin Turner were deposited in 
the corporate plaintiff's account; and that the lease of the store oc- 
cupied by the corporate plaintiff was made in its name. These facts 
disclose that no one could have been deceived by the use of the trade- 
name Jessie Franklin Turner by the corporate plaintiff. 

It must not be lost sight of that there is a distinction between 
conducting a business under an assumed name and the use in a busi- 
ness of a valid trade-name or style. The defendants urge, however, 
that there is a distinction between a trade-name and a trade-mark, 
and that while a corporation might properly use a trade-mark, it 


may not use a trade-name. The very cases cited by the defendants— 


Neva-Wet Corporation vy. Never-Wet Processing Corporation (277 
N. Y. 163 [28 T.-M. Rep. 167]) and Lehrenkraus v. Universal 
Tours (262 N. Y. 332 [20 T.-M. Rep. 24])—refute the contention 
made by the defendants and fail to draw a distinction between trade- 


mark and trade-name. 


The evidence clearly establishes that the plaintiff was not con 
ducting its business under an assumed name, but its corporate name, 
and validly using its trade-name or style. 

(4) The defendants are hardly in a position to appeal to any 
equitable considerations to bar the plaintiffs on account of delay in 
instituting the action. They knew at least as early as January, 
1935, that their right to use the words “Turner Gowns” was ques 


tioned and legal actions threatened. Plaintiffs were not called upon 
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to assert their rights immediately. Mere delay alone is insufficient 
to estop plaintiffs and does not destroy their right to proceed in 
equity to restrain the infringement of a trade-name (Tiffany & Co. 
v. Tiffany’s Productions, Inc., 147 Misc. 679, aff'd 237 App. Div. 
801, aff'd 262 N. Y. 482 [23 T.-M. Rep. 117]; Lammes v. Ward 
Bros., 184 Misc. 288 [19 T.-M. Rep. 871], aff'd 227 App. Div. 840; 
Lever Bros. v. Eavenson, 157 Mise. 297 [25 T.-M. Rep. 648], 
modified on another point 249 App. Div. 617). The burden was 
upon the defendants to establish that the plaintiffs actually ac- 
quiesced in, consented and agreed to the use of the plaintiffs’ names 
and the practices complained of. This burden defendants have 
failed to sustain. 

In the present case the defendants adopted their corporate name 
in 1933 and thereafter commenced an extensive campaign of ad- 
vertising. In 1935 defendants received a letter from the attorneys 
for the plaintiffs notifying them that the exclusive use of the name 
Turner was claimed by plaintiffs. Subsequently, defendants con- 
tinued their campaign on an even larger scale than before, and in 
1938 plaintiffs commenced suit. The fact that the defendants may 
have expended moneys for advertising and incurred other large ex- 
penditures cannot avail them, as they were notified in 1935 of the 
claim that they had no right to use the name Turner. If they con- 
tinued after such notification, what they did thereafter was at their 


own risk. To draw an estoppel on the record in this case against 
the plaintiffs because of the defendants’ increased activity would be 


to reward the defendants for their wrongdoing and to penalize the 


plaintiffs. Equity will not subscribe to any such doctrine. 

Judgment is directed in favor of the plaintiffs for the relief de- 
manded in the complaint. Settle findings of fact conclusions of law 
and interlocutory judgment providing for appointment of referee 
and providing for a reasonable time to be given to the defendants 
to make the changes necessitated by this determination. 
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Lever Broruers Company v. THe Srrroux Company, Inc. 


United States Court of Customs and Patent Appeals 


Opposition No. 16,172 
February 5, 1940 


‘Trape-Marks—Opposirion—“Lux” ann “Srr-ru-Lux”—ConrFiictine Marks. 
A mark consisting of the word “Sit-ru-lux” held to be confusingly 
similar to the word “Lux.” 
‘TraApE-Marks—Opposition—TorLter Paver ann Torter Soap—Goops or SAME 
DescrirTivE PROPERTIES. 
Toilet naper and toilet soap held to possess the same descriptive 
properties. 
Appeal from a decision of the Commissioner of Patents sustain 
ing’ a trade-mark opposition. Reversed. For the Commissioner’s 
decision see 28 T.-M. Rep. 461. 


Spencer A. Studwell and Harry A. English, both of New York 
City, and Theodore K. Bryant, of Washington, D. C., for 
appellant. 

W. Lee Helms, of New York City, for appellee. 


Bianp, J.: Appellant has appealed here from a decision of the 
Commissioner of Patents, affirming that of the Examiner of Inter 
ferences, dismissing an opposition brought by appellant against the 
registration by appellee of the word “Sit-Ru-Lux”’ as a trade-mark 
for “Toilet Tissues” (toilet paper). ‘The opposition is based upon 
the prior use and registration of the term “Lux” as a trade-mark for 
toilet soap, such prior use and registration being clearly shown. 

The tribunals of the Patent Office pointed out that the differences 
in the marks and the differences in the characteristics and uses of the 
goods warranted the conclusion that there would be no likelihood of 
confusion in a statutory sense. 

Appellant here, after referring to the term “Lux” which appears 
in the mark of each of the parties, has the following to say (omitting 
record citations) regarding the similarity of the goods upon which 
the marks are used: 


(1) Both toilet paper and toilet soap are ordinary household articles 
which are put up in small packages and sold for a small price. 
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(2) Both are sold by the same wholesalers and jobbers and by the same 
retailers. In retail stores these articles are associated and are sold in the 
same departments. 

(3) Both are purchased by the same classes of customers. 

(4) Both are used for the same purpose, to wit, the cleaning of the 
human body. They are kept and used in the same room in the average 
household. It is a matter of common knowledge that in many instances 
soap is-used to supplement or compete the work of the paper. That toilet 
soap and toilet paper are associated in the minds of those using them (a 
large majority of the entire population) is apparent. 


Appellant also argues that there are additional facts which 


enhance the likelihood of confusion and states that appellant’s soap 


is advertised as “toilet soap”; that it is generally known that ap- 
pellant has advertised using the soap to remove stale cosmetics, 
dust and dirt from the pores of the skin, and that the dirt and stale 
cosmetics are often wiped off by facial tissues to which reference is 
sometimes made as “toilet tissues’ and which tissues are manufac- 
tured and sold under a different trade-name by appellee. 

There is no contention here that appellee’s mark is used on the 
character of so-called “‘toilet tissues’’ which are used to remove stale 
cosmetics from the face, although there is some proof in the record 
to the effect that the Sitroux Company does manufacture a so-called 
‘facial tissue’ which is labeled ““Sitroux”’ but which is not sold under 
the mark “Sit-Ru-Lux”’ involved here. 

Appellant in its brief refers to the term “toilet tissues,” on which 
the trade-mark “Sit-Ru-Lux” is used, as being “toilet paper,” and 
stresses the fact that appellee has used the phrase “toilet tissue made 
of ‘Sitroux’ facial tissue’ on the labels of its toilet paper rolls, and 
that this consideration will enhance the likelihood of confusion. 

While the appellee’s application for registration refers to its 
voods as “‘toilet tissues’ its brief defines the term in the following 
language: “Toilet paper, sometimes termed ‘toilet tissues,’ and sold 
by it in the usual rolls.” On opposer’s Exhibit 3, which is a label 
which goes around a roll of appellee’s toilet paper, appears the 
following: “The luxury of facial tissue made into toilet tissue.” It 
appears of record that there is upon the market a facial tissue and 
a toilet paper made by the same manufacturer and bearing the same 


trade-mark “Aimcee.” It is also emphasized here by appellant that 
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its mark was first registered in 1900 and that it has spent $25,000, 
000 in advertising its “Iux’’ toilet soap and $85,000,000 in adver 
tising “Lux” soap flakes and that such advertisement took place 
“extensively in magazines and newspapers but also by means of 
practically every other media available for advertising such as the 
radio, couponing, window, store and shelf displays, car cards, sub- 
way and elevated posters, miscellaneous programs and trade paper 
advertisements” and that “This advertising has been national in 
scope and has covered practically the entire United States.’’ 

The Examiner of Interferences in his decision, in referring to 
the facial tissue subject matter, had the following to say: 


In the opposer’s brief considerable reference is made to certain mer- 
chandise not here in issue, namely, what is known to the trade as facial 
tissue, a paper product adapted for use in the removal of cosmetics. It 
may be that such merchandise, as the opposer contends, is to some extent 
related to the before mentioned goods of the parties, but in any event, this 
question is deemed irrelevant and not material here. 

As the issue is presented here, it is our view that the Examiner 
of Interferences was correct in the above-quoted statement, and that 
the issue presented here involves a consideration of the trade-mark 
“Lux” used on toilet soap, and the trade-mark “Sit-Ru-I.ux” used 
on toilet paper, and that the term “toilet paper’ is not to be under 
stood as including facial tissues. 

It may be said at the outset that in cases like that at bar where 
the registration of one mark over a similar mark for goods of the 


same class is involved, there is rarely any decision of any court tliat 


is sufficiently analogous to be absolutely controlling. One reason 


this is true is because, as has been frequently stated, the question 
of confusion resulting from the similarity of the marks and goods 
is largely one of individual opinion. Where the circumstances in « 
decided case differ, even only to a slight degree, from those in a 
case to be decided, it is often difficult to determine just what effect 
those differences should be given. 

And so it is in the case at bar where we have the contest between 
“Sit-Ru-Lux’’ for toilet paper and “Lux” for toilet soap. There 


is a difference in the marks and there is a difference in the goods. 
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It is true that appellee who seeks to register the term “Sit-Ru-Lux’”’ 
has taken the entire mark of the appellant and used the same in 
connection with other syllables representing the phonetic spelling 
of its corporate name upon goods which obviously belong to the 
same class. It being a close question as to whether the stated cir- 
cumstances suggest the likelihood that statutory confusion will re- 
sult from the concurrent use of the two marks in the manner stated. 
there might be much difference of opinion among reasonable minds. 

After much consideration, we are of the opinion that there is such 
a similarity of the marks (the whole of appellant’s mark appearing 
in that of appellee) that concurrent use of the same on the goods of 
the respective parties is likely to lead to confusion within the mean- 
ing of the trade-mark statute. Certainly, there is at least a reason- 
able doubt upon the question, and the familiar rule applies that such 
doubt should be resolved against the applicant who has a wide field 
from which to select its mark to distinguish its goods if it really 
wishes to distinguish them and not reap where it has not sown. 

A lengthy discussion of the cited and other cases, under the cir- 
cumstances and for the reasons before stated, is not here required. 
However, some cases cited by the appellee in which registration was 
granted may have some bearing on the issue presented and certain 
cases cited by appellant would seem to have about the same bearing 
on the other side of the question. We think the following cases in 
which registration was denied might be cited as supporting, to some 
extent, the view herein taken: Kotex Co. v. Clarence M. McArthur, 
18 C. C. P. A. (Patents) 787, 45 F. (2d) 256 [21 T.-M. Rep. 47], 
which involved the trade-marks “Kotex’’ for sanitary napkins and 
‘“Rotex” for vaginal syringes; Cluett, Peabody & Co. (Ince.) v. 
Samuel Hartogensis, 17 C. C. P. A. (Patents) 1166, 41 F. (2d) 94 
[20 T.-M. Rep. 452], in which substantially identical “Arrow” 
trade-marks were used on the goods of the parties, to wit, collars 
and shirts in one instance and collar buttons in the other; and The 
Bon Ami Company v. McKesson & Robbins, Inc., 25 C. C. P. A. 
(Patents) 826, 938 F. (2d) 915 [28 T.-M. Rep. 87] which involved 
the trade-mark “Bon Ami” on soap in cake and powder form and on 


toothpaste and ‘“Shav-ami’’ on shaving cream. 
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Now, it will be noticed that the above cases involve facts dif- 
fering from the facts at bar in that in the first case cited (the Kotex 
case) the marks had greater similarity and the goods of one were 
more closely associated and related than are the goods of the respec 
tive parties at bar; that in the second case, both “Arrow” trade 
marks were substantially identical and the goods of the parties were 
used conjointly; and that in the third case the applicant did not 
seek to register all of the trade-mark (“Bon Ami’’) of the registrant. 

The cases of Purex Corp., Ltd. v. United Drug Co., 21 C. C. 
P. A. (Patents) 753, 67 F. (2d) 918 [24 T.-M. Rep. 17] and Tetley 
& Co., Inc. v. Bay State Fishing Co., 23 C. C. P. A. (Patents) 969, 
$2 I. (2d) 299 [26 T.-M. Rep. 217], have been called to our atten- 
tion. In the first case, the trade-mark “Purex’’ was used upon a 
bleach and water softener, and the marks “Rex,” “Rexall,” and 
‘“Puretest” were used variously upon medicines, pharmaceutical 
preparations, hair tonics and perfumes. While all of the “Rex” 
mark was included in the term “Purex”’ it was the view of the 
court that: 

The word “Purex,” in itself, has neither the appearance nor the sound 
of “Rex,” “Puretest,” or “Rexall.” Considering these facts in connection 
with the difference in character and uses of the respective goods, in our 
opinion, the marks are not confusingly similar. 

In the Tetley & Co., Inc. case, supra, the competition was be- 
tween the trade-mark “Budget Special’ on fish in cans and “Tetley 
Budget Tea” for tea. It was there held that, taking into account 
the differences in the marks and dissimilarity of the goods, confusion 
was not likely to result and registration was permitted. It will be 


noticed that there was a wide dissimilarity between the goods, more 


so than there is in the case at bar, and that the applicant only sought 


to appropriate the one word “Budget,” whereas in the instant case 
the entire trade-mark of the appellant is taken. 

A consideration that we think is important is present in the case 
at bar and involves the fact that there is always more likelihood of 
confusion relative to the sale of goods where all of a trade-mark is 
taken and appropriated by another, if such trade-mark is arbitrary 


and fanciful in character. After much advertising, that character of 
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mark seems to more definitely indicate the origin of its user’s goods 
than a mark which consists of a word in common, ordinary use. We 
have in mind such marks as “Kodak,” “Bon Ami,” and “Kotex.” 


In The Bon Ami Company case, supra, we said: 


It is true that there is a difference in the marks and a difference 
in the goods, but it seems to us that since the mark “Bon Ami” is for a 
product of every day use, is widely known, and is unusual in its arbitrary 
character, confusion will be more likely to occur than under other circum- 
stances. . . . It is difficult to understand just why appellee should choose 
such a mark when the field was so broad to select from. It is hardly sup- 
posable that a large, reputable concern like the appellee would seek to 
profit from confusion and there is nothing in this case to indicate that that 
is its desire. Nevertheless, we think there is a likelihood of confusion re- 
sulting in the concurrent use of the two marks and, like the Examiner, we 
apply the rule of doubt which requires that doubts, if any, as to confusion, 
must be resolved against the newcomer. 


We think that all the quoted language applies to the case at bar. 
It is not to be overlooked that in speaking of the goods of both 
parties, the term “‘toilet” is used. Both articles are used in the toilet 


room and whether or not in the strictest sense the use of both is in 


the act of making the toilet, there certainly is a close analogy be- 


tween their respective uses and other toilet operations. Webster's 
New International Dictionary speaks of “toilet paper’. as: “a thin 
paper for use in the toilet rooms, etc.’ and of a “toilet room” as 


‘a room for making the toilet; a lavatory or wash room, usually with 


” 


water closests; . 


For the reasons stated, the decision of the Commissioner of 


Patents is reversed. 


Lenroot, J., specially concurring: I agree to the conclusion 
reached in this case, but I cannot agree with the statements in the 
majority opinion that the question of confusing similarity of the 
respective marks is a close one, or that there might be much differ- 
ence of opinion upon this question among reasonable minds. We 
have held that appellant’s mark “Lux” is a unique, arbitrary trade- 
mark. Lever Bros. Co. v. Riodela Chemical Co., 17 ©. C. P. A. 
(Patents) 1272, 41 F. (2d) 408 (20 T.-M. Rep. 311). 

Appellee has appropriated this mark in its entirety and has 


merely placed before it a part of its corporate name phonetically 
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spelled. Such an appropriation in my mind should not be considered 
as presenting a close question of confusing similarity of the respec- 
tive marks, for it is clear to me that the word “Lux” is the dominat- 
ing portion of appellee’s mark and therefore it should be held that, 


without question, the marks in issue are confusingly similar. 


Harrievp, J., concurs in this opinion. 


Tur Witiiam S. Merrevtyt Company v. THe ANAcIN CoMPANY 
United States Court of Customs and Patent Appeals 
Opposition No. 18,051 


February 5, 1940 

‘Trape-M arks—Opposirion— EVIDENCE. 

The evidence in the case held to establish the use by appellee of its 
trade-mark from March 31, 1930, 

‘Trape-Marks—Opposition—“‘ANactn” ann “Anycrn -—ConriictinGe Marks, 

The words “Alycin” held to be confusingly similar to “Anacin,” both 
marks being used on medicinal preparations. 

‘TrapE-M arks — Opposition Mepicint FoR Usrt iN ‘Treatrinc Conps, 
NevurAeiA, RaeuMATISM, AND FOR Hrapacne—Goops or SAME 
DescripTivE PROPERTIES. 

A preparation for the treatment of common colds, neuralgia com- 
plaints, rheumatism, arthritic conditions and the like held to have the 
same descriptive properties as a medicinal preparation for internal use 
in cases of headache, neuralgia and pains centering on the trigeminal 
nerve. 


On appeal from a decision of the Commissioner of Patents in a 


trade-mark opposition. Affirmed. For the Commissioner’s decision, 
see 28 T.-M. Rep. 62. 


Walter F. Murray, of Cincinnati, Ohio, for appellant. 
Edward S. Rogers, of Chicago, Ill., and Thomas L. Mead, Jr., 
of Washington, D. C., for appellee. 


Buianp, J.: This is an opposition proceeding filed by the opposer- 
appellee, The Anacin Company, hereinafter referred to as the op- 
poser, against the registration by The William S. Merrell Company, 


applicant-appellant, hereinafter referred to as applicant, of the 
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trade-mark ‘“‘Alycin” for use upon “‘a preparation for the treatment 
of common colds, neuralgia complaints, rheumatism, arthritic condi- 
tions and the like.” 

The record shows that the applicant applied for registration of 
its trade-mark ‘“‘Alycin” under the Trade-Mark Act of February 
20, 1905, as amended, alleging use since April, 1930, and that upon 
notice being given, opposer filed its notice of opposition based upon 
its prior use of its registered trade-marks, No. 123,606 of November 
19, 1918, for the word “Anacin” and the other, No. 187,621 of 
August 5, 1924, for the word ““Anacin” upon a triangular shield-like 


background. It alleged that its marks were so similar to the mark 


of applicant that when used upon its goods—“‘‘a medicinal prepara- 


tion for internal use in cases of headache, neuralgia, and pains cen- 
tering on the trigeminal nerve’—which, it alleged, were similar to 
those of applicant, there would be a likelihood of confusion or mis- 
take in the minds of the public or of deceiving purchasers. 

The applicant answered the notice of opposition, denied each of 
the allegations therein except that the two said trade-marks men- 
tioned in the notice of opposition had been issued by the United 
States Patent Office, and filed affirmative grounds of defense alleg- 
ing a difference in the marks and goods and denying the likelihood 
of confusion. 

Testimony was taken by both parties. The opposer introduced 
the testimony of one witness, F. J. Reynolds, vice-president of The 
Anacin Company since January, 1933. He stated that he had been 
connected with The Anacin Company in another capacity since 
March 381, 1980; that he was familiar with the records of The Anacin 
Company whose sole business was manufacturing a tablet which was 
prescribed by the medical and dental professions for the relief of 
pain due to headache, neuralgia, neuritis, and for pain associated 
with or caused by tooth extraction; that the product is sold over a 
trade-mark which consists of the shield device and the word 
“Anacin” for the twenty-five cent size (twelve tablets) packages and 
the word ‘“‘Anacin’” without the shield for the fifty tablet size. He 


produced specimens of the trade-mark as used by his company which 
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were filed as exhibits. The following is quoted as part of his 


testimony : 


Q. 21. How long has The Anacin Company and its predecessor used the 
word Anacin as a trade-mark for its product? A. The trade-mark 
“Anacin” was first registered by William H. Knight on November 19, 1918. 

Mr. Zugelter: The answer is objected to as being non-responsive to the 
question. 

A. Under No. 123606. This trade-mark was assigned to The Anacin 
Chemical Company on August 13, 1920. It was later assigned to the Heid- 
brink Company on February 23, 1923. 


* * * 


Mr. Woodson: Will you please satisfy counsel as to what the document 
is which you hold in your hand? 

A. It is simply a memorandum which I had written as a result of 
examining the records of The Anacin Company. 

Q. 22. Did you examine the records yourself? <A. I did. 

Q. 23. And this memorandum contains information which you yourself 
took from the records of opposer? A. Yes. 

Mr. Zugelter: The testimony is objected to as not the best evidence. 

Mr. Woodson: If counsel insists we will adjourn the hearing and ask 
that the witness bring down the records of the company from which he 
obtained the information. 

Mr. Zugelter: It is submitted that the mere production of records by this 
witness, who apparently knows nothing of the business affairs of the opposer 
company prior to 1930, is incompetent. 

Mr. Woodson: I don’t consider that that is an answer to my question and 
repeat if counsel desires an adjournment so that the witness can bring in 
the records of the company. 

Mr. Zugelter: There is no obligation on counsel for the applicant to make 
any commitment. Opposer’s counsel knows what is proper and competent 
evidence. 

Mr. Woodson: Since opposer’s counsel has not stated that he desires an 
adjournment for the production of the records, we will proceed. 

Q. 24. Had you finished your last answer, Mr. Reynolds? A. No, I 
don't think I had. This trade-mark was assigned to The Anacin Chemical 
Company on January 2, 1926, and to The Anacin Company on October 7, 
1927. There have been various other registrations since then such as 
“An-A-cin” and device, and “Anacin” and shield device which is a color 
registration. 

Mr. Zugelter: Same objection. 3 

Q. 25. Your answer to my last question gives the history of the registra- 
tion of the trade-mark “Anacin.” Was the trade-mark used by the op- 
poser and its predecessor during the period which you have just mentioned 
in your last answer? A. It was. 

Mr. Zugelter: Question and answer objected to as calling for and being 
hearsay. 

Q. 26. When was the trade-mark “Anacin” first used by the opposer’s 
predecessor in business? A. On January 1, 1918. 
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Mr. Zugelter: The question and answer objected to. It is obvious that 
the witness has no knowledge of the facts to which he is testifying except 
as same may be hearsay. 

Mr. Woodson: I am willing to stipulate that it will be understood from 
now on that all questions asked this witness are objected to by opposing 
counsel. I make this offer to save time. 

Mr. Zugelter: The offer is accepted in so far as the objections may be 
proper to the examination of this witness. 

Q. 27. Do the records of the opposer and its predecessor show that the 
trade-mark “Anacin” has been used continuously by opposer and its pre- 
decessor from 1918 to date? A. They do. 

Q. 28. Did you examine the records yourself to obtain that information? 
A. I did. 

Q. 29. I understand from your previous answer that the trade-mark 
“Anacin” was first used by William M. Knight; is that right? A. It is. 

Q. 30. What concern or company succeeded to the business of William 
M. Knight? A. The Anacin Chemical Company which was first incor- 
porated in Minnesota on December 4, 1918. 

Q. 31. Did William M. Knight assign The Anacin Chemical Company 
the trade-mark “Anacin” and the good-will and the business connected with 
that trade-mark? A. William M. Knight assigned the trade-mark to The 
Anacin Chemical Company on September 7, 1920. It was later assigned to 
the Heidbrink Company on February 23, 1923. 

Q. 32. Did the said assignment include the good-will and the business 
connected with the trade-mark? A. It did. 

Q. 33. Did The Anacin Chemical Company assign the trade-mark 
*“Anacin” and the good-will and business connected therewith to the Heid- 
brink Company? A. Yes. 

Q. 34. What was that date? A. February 23, 1923. 

Q. 35. What company, if any, succeeded the Heidbrink Company? 
\. The Anacin Chemical Company and The Anacin Company. 

Q. 36. What date did The Anacin Chemical Company succeed to the 
business of the Heidbrink Company? <A. The Anacin Chemical Company 
succeeded to the business of the Heidbrink Company on January 2, 1926. 

Q. 37. What company, if any, succeeded to the business of The Anacin 
Chemical Company? A. The Anacin Company succeeded to the business of 
the Anacin Chemical Company. 

Q. 38. On what date? A. On October 7, 1927. 

Q. 39. Is The Anacin Company that succeeded to the good-will and 
business of The Anacin Chemical Company, the opposer in this case? <A. It 
is. 

Q. 40. Did The Anacin Chemical Company assign to The Anacin Com- 
pany the trade-mark “Anacin?” <A. It did. 

Q. 41—and the good-will and business pertinent thereto? <A. It did. 

Q. 42. Did opposer continue the business of The Anacin Chemical Com- 
pany? A. Yes. 

Q. 43. Did it continue to use the trade-mark “Anacin?” <A. Yes. 

Q. 44. Is opposer using the trade-mark “Anacin” at the present time? 

. Yes. 

Q. 45. Has the opposer used the trade-mark “Anacin™ continuously since 
it obtained the mark and the good-will and business appertinent thereto 
from The Anacin Chemical Company. 
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Mr. Zugelter: In addition to the continuing objection, objection is noted 
to the leading character of the examination? A. We have. 

Q. 46. When you say, we have, you mean the company? A. The com- 
pany. 

* * a 

Q. 48. Has this product been the same from its first use down to the 
present? A. Yes. 

Q. 49. Does the opposer use the trade-mark “Anacin” upon any other 
product? A. No. 

Q. 50. Are all the activities of The Anacin Company devoted to the 
manufacture and sale of this product? A. All of the activities of The 
Anacin Company are devoted to the manufacture and sale of “Anacin.” 

Q. 51. Is The Anacin Company’s entire production of its product sold 
under the trade-mark “Anacin?” A. Yes. 

Q. 52. How far back do the sales records of The Anacin Company go? 
A. The sales records go back to 1919. 

Q. 53. Have you compiled any figures as to the annual volume of sales 
of “Anacin” in dollars from 1919 down to and including the year 1935? 
A. Yes. 

Q. 54. Will you please give us those sales by years? A. [Here follows 
a statement showing by years steadily increasing sales beginning with less 


than a thousand dollars in 1919 and continuing to over a million dollars in 
1935.] 


Attention is called to question 45 and the answer thereto: 


Q. 45. Has the opposer used the trade-mark “Anacin” continuously since 
it obtained the mark and the good-will and business appertinent thereto 
from The Anacin Chemical Company? A. We have. 


7 * - 


and to the answer to question 37 where it was stated that the opposer 
had succeeded to the business of The Anacin Chemical Company on 
October 7, 1927. Following this, the witness was asked if the 
product had been the same from its first use down to the present and 


he answered in the affirmative. When asked if the company had 


used the trade-mark “Anacin” upon any other product, the answer 
was “No.” 

Most of the remainder of the testimony of the witness is directed 
to describing the qualities of the medicinal preparation “Anacin” 
and the extent of its sale and advertisement, which advertising 
reached as high as $65,000 per month. He testified that William M. 
Knight runs a retail drug store in Minnesota and that the Heidbrink 
Company is still in business but he stated nothing further as to the 


nature of such business. (Both Knight and the Heidbrink Company 
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were referred to in his testimony as being assignors of the above- 
referred-to ‘““Anacin” trade-marks to the opposer's predecessors. ) 
He stated that ‘“Anacin’”’ was competitive with aspirin. 

The testimony of applicant’s witnesses goes to the nature of the 
goods upon which the trade-mark “‘Alycin” is used and the manner 
of its sale, ete. 

The record as a whole shows that “Anacin” is competitive with 
aspirin, that it is used to allay pain such as headache and toothache 
and may be purchased at drug stores without a prescription, and that 
it is also prescribed by dentists and physicians. It is shown in 
applicant’s record that ‘“Alycin” is a so-called “ethical” drug and 
while it is used to relieve pain arising from neuralgia, arthritis, 
common colds, etc., it is not consumed by the purchaser from the 
original package but is used upon prescription of a physician and 
taken from the container kept in the drug store. 

It was held by concurring decisions of the Examiner of Inter- 
ferences and the Commissioner of Patents that certain certified 
copies of assignments recorded in the Patent Office, which were 


filed with the notice of opposition and appear in the record, being 


relied upon to prove chain of title, were insufficient to prove owner- 
ship of the trade-marks. 


The opposer moved to reopen the case so that it might offer 
further proof of the chain of title of its marks. The tribunals 
again concurred in the ruling that there were no suflicient grounds 
shown in the motion to warrant reopening the case. 

Apart from the question of ownership of the marks which op- 
poser pleaded, the tribunals of the Patent Office held as a matter 
of ex parte consideration that the word “Alycin” should be denied 
registration because they were of the opinion that confusion would 
result by its concurrent use with the registered “Anacin” marks. 

In this court, the applicant has argued at great length that the 
record contains no proper evidence of use of the term “Anacin’”’ 
upon the said medicinal product prior to April, 1930, which is the 


first use claimed by applicant. 
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The first question to decide is: Does the record at bar show a 
prior use upon the opposer of its “Anacin” trade-marks on its said 
medicinal product? After examining the record carefully and con- 
sidering all the arguments made, we are of the opinion that it does 
and that the tribunals properly sustained the opposition. 

It is to be noted, however, that opposer’s counsel in interrogat- 
ing its sole witness, F. J. Reynolds, failed in many instances to 
definitely fix the time and the character of use, especially when 
referring to a use prior to March 31, 1930. In substance the wit- 
ness testified that the trade-marks were used during a long period 
of time by the opposer, some of which period antedated applicant's 
use of its mark, and the only objection made to his testimony as to 
the period from March 31, 1930, to the date of testifying was that 
during a portion of that time he was not acting as vice-president of 
the company but was connected with it in another capacity not dis- 
closed. He testified that his company had no other business. He 
showed that The Anacin Company was so named and incorporated 
September 30, 1927. He gave the sales of the company and its 
predecessors by year beginning with the year 1919. 

We are of the opinion that such testimony under the circum 
stances at bar should be held sufficient to warrant a holding that 
the opposer has proved a priority of use in the instant proceeding. 

It must be conceded, as before stated, that the testimony relating 
to the chain of title and the particular, precise use of the trade-marks 
involved on the particular goods involved prior to March 31, 1930, 
is not as definite and specific as it might have been, and under certain 
circumstances, it might be held that it does not meet the require- 
ments of the law, but it is to be noted that the failure of making 
more precise proof, if it existed, is explained, to some extent, by the 
rejection of the proof which was depended upon to prove the chain 
of title. Moreover, it is to be noted that there are no contradictions 
or inconsistencies in the testimony of the witness and that there is 
nothing in the record which is inconsistent with the conclusion that 


opposer had used the trade-marks continuously upon the particular 


goods in controversy since March 31, 1930, which is prior to any 


date claimed by the applicant. 
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The Examiner of Interferences after holding that the proof re- 
lating to the chain of title by filing the certified copies of the recorded 
assignments was insufficient to prove ownership, held that the proof 
was sufficient to prove use of the “Anacin” trade-marks by the op- 
poser from March 31, 1930. In affirming the decision of the Exam- 
iner of Interferences in this respect, the Commissioner of Patents 
in part said: 


Opposer’s only witness was its vice-president, F. J. Reynolds. He stated 
that he had held that position since January, 1933, and had “been connected 
in another capacity with The Anacin Company since March 31, 1930.” Ap- 
plicant now challenges his competency to testify, as he did, to opposer’s use 
of its trade-mark as of any date prior to his becoming an officer of the com- 
pany; and points out that he may have been “connected” with opposer 
without being in a position to know the details of its business. When the 
testimony was given, however, the only objection interposed in relation to 
this particular subject matter was that such testimony was hearsay “as to 
events transpiring prior to his connection with the present company ;” and 
that was likewise the only objection that appears to have been urged before 
the Examiner of Interferences. Moreover, it does not affirmatively appear 
that Mr. Reynolds did not have personal knowledge of opposer’s use of the 
mark from the beginning of his connection with the company, and his lack 
of such knowledge may not be presumed. See 22 C. J. 215, where the rule 
is stated as follows: 

“While it has been asserted that the testimony of a witness should not 
be received unless it first appears that he is prepared to testify from his 
own knowledge, the more generally accepted view is that, where the matter 
in controversy is such that the witness may have personal knowledge and it 
does not affirmatively appear that he speaks from hearsay, his testimony 
should be received, subject to be stricken out if it subsequently appears to 
be objectionable under the hearsay rule.” 

Opposer having thus shown its own use to have commenced at least a 
month earlier than any use established by applicant, and there being no 
serious dispute as to the similarity of the two marks, the only remaining 
question in issue between the parties is whether or not their goods are of 
the same descriptive properties within the meaning of the Trade-Mark 


Act. 

For reasons stated by the Commissioner and the reasons ex- 
pressed hereinbefore, we are in agreement with the findings of the 
tribunals. 


As to the similarity of the trade-marks, little need be said on the 


subject. The terms “Anacin” and “Alycin’” are so alike in every 


particular as to call for no analysis here. The goods, we think, are 


quite similar. Both are used to accomplish substantially the same 
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purpose—to relieve pain. ‘They are both handled in drug stores; 
are both medicinal preparations; and we think are goods of the same 
descriptive properties within the meaning of the statute. ‘The fact 
that one is a so-called “ethical” preparation and the other sold, for 
the most part, over the counter to the consumer does not change the 
situation. Moreover, trade practices frequently change. 


As before stated, registration has been denied by the Patent 


Office tribunals upon the ex parte consideration of the application 


without regard to the merits of the opposition proceedings and if the 
correctness of the conclusions of the Patent Office and of this court 
as to the opposition proceedings were in doubt, it would not be a 
matter of consequence, since we agree with the Patent Office tribunals 
on their finding with respect to the right to register as an ex parte 
question. 

The marks and goods of the parties being similar in a trade- 
mark sense, we think there would be a likelihood of confusion result- 
ing from the concurrent use of the marks as shown, and that the 
Commissioner did not err in affirming the decision of the Examiner 
of Interferences. 


The decision of the Commissioner of Patents is affirmed. 


In rHE Marrer oF THE APPLICATION OF ReEtTarL CLERKs INTERNA- 


TIONAL ProTECTIVE ASssOCIATION 
United States Court of Customs and Patent Appeals 
Ser. No. 387,514 
February 5, 1940 


Trape-Marks—“Rerar CLerks Union” 1n Five-Porntep Srar, Wirn Ler- 
rers “R C I P A” on Store Winpnow Carp—Lack oF JURISDICTION. 

In an application to register as a trade-mark the words “Retail Clerks 
Union” enclosing a five-pointed star—each of the points bearing one of 
the letters “R C I P A” and displaying in the center the device of 
clasped hands, for use on a store window card rented to the store owner, 
where appellant appealed first to the Commissioner of Patents from the 
Examiner’s refusal to register and then to the Court of Customs and 
Patent Appeals from the Commissioner’s decision affirming the Exam- 
iner’s decision, inasmuch as the notice of appeal was filed more than 
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forty days from the Commissioner's decision denying registration, held 
that the court had no jurisdiction in the matter. 


Lester L. Sargent, of Washington, D. C., for appellant. 
Iloward S. Miller, for Patent Office, Attorney for the Solicitor, 


for appellee. 


Bianp, J.: Appellant, a labor organization, sought to register 


an alleged trade-mark, consisting of a circular band bearing the 


words “Retail Clerks Union” within which is a five-pointed star, 
each of the points bearing one of the letters ““R C I P A” and in the 
center is a representation of clasped hands, the mark being for use 
upon a store window card which card is rented to the store owner 
for fifty cents a month. 

The Primary Examiner of the United States Patent Office denied 
registration with the statement that: 

The grounds of refusal to register are that the articles on which the 
mark is used are mere incidents of service incapable of supporting a trade- 
mark right, and that the alleged mark is a functional part of the article on 
which it is used and not solely an indication of the commercial origin of such 
article. 

Appellant appealed to the Commissioner of Patents who, on 
November, 1938, affirmed the Examiner’s decision and said: 

To my mind, the manner in which this insignia is displayed on the dis- 
play card is not such as indicates that the insignia is applied to the cards 
as a trade-mark for the cards themselves as articles of commerce. 

On December 21, 1938, the applicant made a request for recon- 
sideration which the Commissioner denied on December 30, 1938. 

Appellant on February 3, 1939, filed its notice of appeal to this 
court from the decision of the Commissioner of December 30, 1938, 
“rejecting our above entitled application and refusing registration 


mF 


of our trade-mark... .’’ The reasons of appeal all relate to the deci- 
sion of the Commissioner denying registration which decision was 
rendered November 29, 1938. No reason of appeal relates to the 
denial of the petition for reconsideration. 

The attorney for the Commissioner of Patents in his brief has 
pointed out the fact that February 3, 1939, the date upon which the 


said notice of appeal was filed, is more than forty days from the 
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date of the decision of the Commissioner denying registration, 
although it is within the forty day period from the date of the deci 
sion of the Commissioner denying the petition for reconsideration. 
and calls attention to this court’s decision in In re Horton, 19 C. C. 
P. A. (Patents) 1151, 58 F. (2d) 682. 


In the above-cited case, facts substantially identical with those 


at bar were disclosed by the record. In the opinion of the court by 


the late Presiding Judge Graham it was pointed out that rule 149 of 
the Patent Office, promulgated under the authority of Section 4912, 
Revised Statutes (which rule is now in full force and effect), pro 
vides that forty days, exclusive of Sundays and holidays but includ 
ing Saturday half holidays, is the period within which an appeal to 
this court must be taken, and that there was no statutory authority 
or rule of the Patent Office which operated to extend that period by 
the filing of a petition for rehearing unless said rehearing was 
granted. Upon the facts in that case, the court held that it was 
without jurisdiction to review the proceeding and dismissed the 
appeal. 

For the reasons assigned there we must hold here that we are 
without jurisdiction in the matter, and the appeal of appellant is 
therefore dismissed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register the 
notation “Bokay Broth,” with a disclaimer of the word “Broth,” for 
which use was claimed since July 2, 1937, as a trade-mark for ‘“‘an 
herbal and food compound composed of herbs and vegetables to be 
used as a broth” in view of the opposition of opposer, owner of the 
trade-mark “Kitchen Bouquet,” registered September 5, 1905, under 
the ten-year proviso of the Act of February 20, 1905, for “coloring 
and flavoring extracts,” and extensively used with a liquid prepara 


tion for flavoring and coloring sowps, gravies, etc. 
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Agreeing with the Examiner of Interferences that the goods of 
the parties are of the same descriptive properties and that their 
marks are confusingly similar, the Assistant Commissioner said: 


That the goods are of the same descriptive properties, within the mean- 
ing of the Trade-Mark Act, seems obvious. They are not identical, of 
course, but they are very closely related, and may easily be confused as to 
origin if sold under similar trade-marks. 

It also seems obvious that applicant’s mark is dominated by the word 
“Bokay,” and opposer’s by the word “Bouquet.” Applicant argues that this 
latter word is descriptive of opposer’s goods, but descriptiveness is per- 
missible in a mark registered under the ten-year proviso. Moreover, the 
validity of an opposer’s registered trade-mark is not open to question in a 
proceeding of this character, so that neither the alleged descriptiveness of 
this mark nor the alleged prior use by others of similar marks, to which 
applicant has referred, is material here. It may properly be noted, however, 
that if “Bouquet” is descriptive of opposer’s goods, “Bokay” is equally 
descriptive of applicant’s goods, and hence should not be registered.! 


Descriptive Terms 


Frazer, A. C.: Held that The Northwest Paper Company is not 
entitled to register the word “Levelized,’ under the provisions of 


the Act of February 20, 1905, as a trade-mark for paper, the ground 


of refusal being that the mark is descriptive of the goods. 
The Assistant Commissioner made the following observations: 


It is stated in applicant’s advertising matter of record that “the unique 
‘levelizing’ process of papermaking employed by the Northwest Paper Mills 
insures uniformly flat surface.” “Level” is synonymous with “flat”; and 
according to Webster’s New International Dictionary the suffix “ize” is 
used to form verbs meaning “to subject to the action, treatment or process 
denoted by the root.” The expression “Levelized,” as applied to applicant’s 
paper, thus informs the purchaser that such paper has been made level or 
flat. 


He then said: 


The statute forbids registration of “words or devices which are descrip- 
tive of the goods with which they are used, or of the character or quality of 
such goods.” That applicant’s mark is descriptive of a claimed character or 
quality of its goods seems clear beyond argument.? 


Frazer, A. C.: Held that Continental Paper & Bag Corporation 
is not entitled to register, under the Act of February 20, 1905, as 

1Grocery Products Manufacturing Corporation v. Modern Health 
Products, Inc., Opp’n No. 17,475, 163 M. D. 406, November 16, 1939. 


2 Ex parte The Northwest Paper Company, Ser. No. 399,459, 163 M. D. 
416, December 12, 1939. 
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trade-marks for wrapping paper, the notation “Meatpak”’ printed 
both vertically and horizontally to form a cross, and the same nota- 
tion displayed in association with a representation of the head of a 
steer. 

Observing that both applications were rejected on the ground 
that the notation “Meatpak” is descriptive of the goods with which 
the marks are used, the Assistant Commissioner quoted from ap- 
plicant’s brief on appeal, as follows: 

‘The particular form of wrapping paper of which five samples have been 
submitted in accordance with the Rules of Practice is a grease and moisture 
resistant paper of a type widely used in butcher shops and delicatessens for 
wrapping many commodities of a greasy or semi-liquid nature. One of the 
commodities which may be wrapped in applicant’s paper is meat. 

He then said: 


In other words applicant’s wrapping paper admittedly is suitable for use 
in wrapping meat. One definition of the verb “pack,” according to 
Webster’s New International Dictionary, is “to cover, envelope, or protect 
tightly with something.” That would appear to be the precise function of 
applicant's paper, and when used for wrapping meat I can think of no more 
appropriate expression than “meat pack,” or its equivalent “Meatpak,” to 
describe applicant’s product.® 


Descriptive Terms 


Irazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences who had sustained the opposition of Nutrition Research 
Laboratories, Inc. to the application of Olden Minerals, Incor- 
porated for registration of the word “Arthron” as a trade-mark for 
“pharmaceutical preparations for preparing mineral baths, useful 
in the treatment of arthritis, neuritis, gout, rheumatism, and like 
ailments, and for cleansing the skin, removing dead tissue, and open- 


ing the pores of the skin,’ but held, nevertheless, that applicant’s 


mark is not registrable under the provisions of the Act of February 
20, 1905. 


He pointed out that the opposition was predicated upon opposer’s 
ownership of the trade-mark “Ertron,” registered prior to appli- 
cant’s claimed date of first use for “vitamin D concentrate”; and, 


8 Ex parte Continental Paper & Bag Corporation, Ser. Nos. 379,509 and 
379,510, 163 M. D. 417, December 12, 1939. 
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observing that all the material allegations of the notice of opposition 
were denied and that neither party took testimony, he said: 


I am thus unable to find any foundation for the argument advanced in 
opposer’s brief that such goods “have the same descriptive properties be- 
cause they are both pharmaceutical preparations used in the treatment of 
arthritis and related ailments.” Vitamin D concentrate may be so used, 
but if so it was a fact to be proved. In the absence of such proof, or proof 
of other pertinent facts bearing on the subject, I think the Examiner of 
Interferences erred in holding opposer's product and that of applicant to be 
merchandise of the same descriptive properties. In my opinion they are 
not. It follows that the alleged similarity of the marks in question becomes 
immaterial, and need not be determined. 


As to applicant’s ex parte right to the registration applied for, 
and with reference to the Act of February 20, 1905, he said: 


Section 5 of that act forbids registration of “words or devices which are 
descriptive of the goods with which they are used, or of the character or 
quality of such goods.” The word “Arthron” here sought to be registered 
is defined in Webster’s New International Dictionary as “an articulation; 
a joint.” Arthritis, according to the same authority, is “inflammation of 
the joints; specif., gout.” Hence applicant’s mark is the name of that part 
of the human anatomy for the treatment of which its product is designed. 
That it is descriptive of such product seems too clear for argument.* 


Goods of Different Descriptive Properties 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 


ferences dismissing the opposition of McKesson & Robbins, Incor- 


porated for whom Wardell was substituted as trustee, to the ap- 


plication of Eisler Electric Corporation for registration of the nota- 
tion “Cal-lux”’ as a trade-mark for “chemicals which may be used 
for producing a fluorescent coating on tubing and bulbs for electric 
lamps.” 

Noting that the opposition was predicated upon opposer's owner- 
ship of the registered trade-mark “‘Calox”’ as applied to tooth powder 
and that the Examiner was of the opinion that the goods of the 
respective parties are not of the same descriptive properties, the 
Assistant Commissioner quoted from the testimony submitted on 
behalf of the applicant to the effect that applicant’s product, both 
in the form of a powder and coated glass tubing, is sold only to 


4 Nutrition Research Laboratories, Inc. v. Olden Minerals, Incorporated, 
Opp’n No. 17,972, 163 M. D. 423, December 27, 1939. 
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manufacturers of electric incandescent lamps and gaseous discharge 
tubes, and never to retailers such as druggists, who in turn resell it 
over the counter to the general public. He then said: 


It thus appears that applicant’s goods differ from those of opposer to so 
great an extent as to negative any reasonable possibility of confusion, within 
the meaning of the statute, by reason of the concurrent use of the marks in 
question. This being true, the similarity of the marks becomes immaterial.® 


Frazer, A. C.: Dismissed the appeal by McKesson & Robbins, 
Incorporated from the decision of the Examiner of Interferences 
dismissing its opposition to the application of Bavarian Brewing Co., 
Inc., for registration of a trade-mark. 

Observing that the involved application was likewise opposed by 
The Greater Cincinnati Brewers, Inc., and others, in Opposition No. 
18,272, wherein the opposition was sustained, and the applicant was 
adjudged not entitled to the registration applied for, the Assistant 
Commissioner pointed out that no appeal has been taken and that the 
Examiner's decision has become final, and said: 


The questions presented on the present appeal are thus moot, and need 
not be determined.® 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of McKesson & Robbins, Incor- 
porated for whom Wardell was substituted as trustee, to the appli- 
cation of Vick Chemical Company for registration of a composite 
trade-mark featuring the notation “Vicks Cadoc’” for use on anal- 


gesic tablets and laxative tablets. 


Observing that the opposition was predicated upon opposer's 


ownership of the trade-mark “Calox,’ registered for “tooth-pow- 
ders,’ the Assistant Commissioner said: 


While it may be that the words “Calox” and “Cadoc,” if applied to 
identical or closely related merchandise, would be likely to be confused, that 
is not the situation here presented. “Cadoc” is only a part of appli- 


* McKesson & Robbins, Incorporated (William J. Wardell, Trustee for 
the Estate of McKesson & Robbins, Inc., Debtor, Substituted) v. Eisler 
Electric Corporation, Opp’n No. 17,686, 163 M. D. 415, December 11, 1939. 

®’ McKesson & Robbins, Incorporated (William J. Wardell, Trustee for 
the Estate of McKesson & Robbins, Inc., Debtor, Substituted) v. Bavarian 
Brewing Co., Inc., Opp’n No. 18,254, 163 M. D. 414, December 11, 1939. 
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cant’s mark, and its product, as pointed out by the Examiner, “is a remedy 
for certain ailments, whereas opposer’s product is merely a dentifrice.” 

In view of the differences betewen these goods I am in agreement with 
the Examiner that there is no reasonable likelihood that confusion will 
result from the concurrent use of the marks.’ 


Interference—Evidence 


Frazer, A. C.: Held that neither the junior party, Merz & Co. 
Chemische Fabrik, of Frankfort-on-the-Main, Germany, nor the 
senior party, The Doak Company is entitled, upon the record 
presented, to the registration of the notation “Heliobrom’”’ as a 


trade-mark for certain pharmaceutical preparations. 


Noting that the mark in issue was registered, long prior to any 


date of use claimed by either party, to a German concern known as 


Theodor Teichgraeber Aktiengesellschaft and that the senior party 


rested its case upon an alleged abandonment by the German regis- 


trant, the Assistant Commissioner said: 


I agree with the Examiner that the evidence falls short of proving aban- 
donment of the registered trade-mark. The most that can be said is that the 
circumstances disclosed by the record are such as to create a considerable 
doubt as to whether or not abandonment occurred; and that, of course, is 
not enough. One who asserts abandonment must prove it as a fact. This 
the senior party has failed to do. 


As to the junior party’s claim of ownership of the German regis- 


tration, the Assistant Commissioner said: 


To establish its title to the mark the junior party relies upon certain 
German documents, which, with their purported English translations, were 
received in evidence upon stipulation of counsel. One of these is a contract 
whereby Dr. S. Meyer & Co. transfers its business to the junior party, “as 
far as it refers to pharmaceutical preparations,” together with certain physi- 
cal assets and some twenty trade-marks including the mark here in issue. . . . 

At the time the contract was executed, however, the Meyer concern 
admittedly did not own the registered mark unless by virtue of an alleged 
transfer from the bankrupt estate of the registrant, Theodore Teichgraeber 
Aktiengesellschaft. Such transfer is sought to be established by the ‘“no- 


tarial declarations” of two individuals, namely, Otto Oeser and Heinrich 
Freirich. ... 


He then quoted from the statements of Oeser and Freirich. 


7 McKesson & Robbins, Incorporated (William J. Wardell, Trustee for 
the Estate of McKesson & Robbins, Inc., Debtor, Substituted) v. Vick 
Chemical Company, Opp’n No. 17,794, 163 M. D. 423, December 27, 1939. 
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Citing the case of Kelly Liquor Co. v. National Brokerage Co., 
26 C. C. P. A. 1110, 102 F. (2d) 857 [29 T.-M. Rep. 279], to the 
effect that a trade-mark can be transferred only in connection with 
the transfer of an existing business, he said: 

Manifestly, the quoted testimony of Oeser and Freirich is insufficient to 
establish the transfer of an existing business to Dr. S. Meyer & Co. In fact 
it is not even made to appear that there was an existing business to be 
transferred. As there is nothing else in the record bearing upon this par- 
ticular transaction, it follows that the junior party’s chain of title to the 
registered trade-mark is fatally defective. 

After the original hearing on appeal, the case was reargued at the 
request of the Assistant Commissioner, and thereafter counsel for 
the junior party moved to reopen for the purpose of introducing two 
additional German documents with their English translations. ‘The 
motion was opposed by the senior party and was denied by the 
Assistant Commissioner. One of the documents was held to be in- 
competent as evidence since it bore neither signature nor seal, being 
merely a typewritten reproduction without the slightest proof of 
authenticity. The other document, an unsworn statement of Erwin 


Fahse, was held to be without probative value in the absence of proof 


that Mr. Fahse was qualified to testify, and was subject to opposing 


counsel's objection “that no opportunity is afforded for cross-exam 
ination of the author.’ 


Non-Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter 
ferences dismissing the opposition of Thomas Publishing Company, 
to the application of Harvey & Howe, for registration of a trade- 
mark for “a publication of reading matter of interest to the home 
economics profession, published monthly.” 

Observing that the applicant’s mark consists in the letters 
“H & H,” distinctively arranged as a monogram, and displayed in 
association with the notation “What’s New in Home Economics,” 
and that the opposer relied on two registered marks, only one of 
which, however, was in use before the date of first use established 


8 Merz & Co. Chemische Fabrik v. The Doak Company, Int. No. 2970, 163 
M. D. 420, December 21, 1939. 
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by applicant of the mark sought to be registered, the Assistant 
Commissioner pointed out that because of its late adoption opposer’s 
second mark was properly disregarded by the Examiner, and that 
the mark to be considered is the title of opposer’s periodical, “In- 
dustrial Equipment News,’ beneath which are printed in smaller 
type the words “What’s New.” He then quoted from the Examiner's 
decision to the effect that, while the goods of the parties are closely 
related, they are not competitive in nature, and noted that the 
Examiner was of the opinion that the marks of the parties may be 
used upon their respective publications “without reasonable likeli- 
hood of confusion,” and said: 


Considering the marks as entireties, I am constrained to agree with the 
Examiner’s conclusion. The titles of the two publications so clearly iden- 
tify their subjejct matter that I am unable to believe the common descrip- 
tive phrase “What’s New,” occurring as it does at the beginning of appli- 


cant’s mark and at the end of opposer’s, is of sufficient significance to render 
the marks confusingly similar.® 


Frazer, A. C.: Granted the petition of Schering & Glatz, Inc., of 
New York, N. Y., to cancel trade-mark registration No. 353,695, 


issued January 11, 1938, under the provisions of the Act of March 
19, 1920, to the party John C. Benson. 

Noting that respondent’s mark is the word ‘‘Ano” and that his 
goods are described in the registration as ‘rectal suppositories,” 
and that petitioner is the owner of the trade-mark “Anusol,” regis- 
tered April 15, 1930, under the provisions of the Act of February 
20, 1905, for the same merchandise, the Assistant Commissioner 
pointed out that the only question to be determined is whether or not 
these two marks, when applied to such goods, are so nearly similar 
as to be likely to cause confusion, and said: 


“Ano” is not only the Spanish equivalent of the English word “anus,” but 
is also an English combining form for that word. In meaning at least the 
two marks are thus substantially identical, respondent having merely 
dropped the letters “ol” from petitioner’s mark and appropriated the bal- 
ance. In sound and appearance they are less similar, but in these respects 


I think the resemblance is sufficiently close to cause some degree of confu- 
sion.1° 


* Thomas Publishing Company v. Harvey & Howe, Inc., Opp’n No. 17,- 
116, 163 M. D. 404, November 9, 1939. 


10 Schering & Glatz, Inc. v. John C. Benson, Canc. No. 3363, 163 M. D. 
408, November 17, 1939. 
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Frazer, A. C.: Affirmed the @ecisions of the Examiner of Inter- 
ferences sustaining the oppositiéns of Maggi Co., Inc., of Zurich, 


Switzerland, to two applications for trade-mark registration filed by 
S. Suzuki & Company of New York, Ltd. 
Observing that applicant’s mark is the notation “aji,” either 


alone or in association with a design, used since August 3, 1937 for 
‘seatoning powders,” and that the oppositions were predicated upon 
opposer’s ownership of the registered marks “Maggi” and ‘‘Maggis,” 
extensively used since 1895 in connection with a liquid seasoning, 
the Assistant Commissioner agreed with the applicant that the only 
question at issue was whether “‘aji,’ as used upon applicant’s season- 
ing product, is likely to be confused (because of similarity in form, 
appearance, or sound) with “Maggi” or “Maggis” as used by op- 
poser and said: 


It appears from the record that the word “Maggi” is an Italian surname, 
and that in that language it is pronounced as though spelled with a single 
“go.” as in “magic.” This pronunciation is not universal among opposer’s 
customers, but certainly it is employed by those of Italian extraction. If 
applicant’s notation “aji” is pronounced with a short “a” and a short “i,” 
as applicant concedes it may be, the resulting sound is thus the same as 
that of opposer’s mark, save for the initial “M.” 

I agree with applicant that there is but slight resemblance between the 
marks in any other respect, but in sound I think they are too nearly similar 
to be used without some likelihood of confusion on goods so nearly identical 
as those here involved. And that sound alone may be of controlling im- 
portance in determining the question of confusing similarity between trade- 
marks is now well established. In re Dutch Maid Ice Cream Co., 25 C. C. 
P. A. 1009, 95 F. (2d) 262 [28 T.-M. Rep. 195]; Marion Lambert, Inc. y 
O’Connor, 24 C. C. P. A. 781, 86 F. (2d) 980.4 


11 Maggi Co., Inc. v. S. Suzuki & Company of New York, Ltd., Opp’n Nos. 
17,651 and 17,652, 163 M. D. 412, November 30, 1939. 








